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[1] The two Plaintiffsin this action claim that their rights under “Quarter for Skate Boot”, Can.
Patent No. 2302953, PCT Patent No. PCT/CA 9800845 (4 September 1998) (the 953 Patent) were
infringed by Easton Sports Canada Inc. (Easton) by the manufacture and sale in Canada of a number

of skate models. Further, they claim that Easton has induced others to infringe the * 953 Patent.
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[2] The Plaintiff, Bauer Hockey Corp., isthe owner of the ‘953 Patent.” It is a company
specializing in the manufacture and marketing of hockey equipment, including ice hockey skates.?
The company underwent many corporate changes and has been formerly known under severd
corporate names since the 1930s, including Greb Industries, Gamebridge, Warrington, Canstar,
Bauer Nike, Nike Bauer and Bauer (generally referred to as“Bauer”).® In 1995, Nike, Inc. became

the owner of Bauer.

[3] The *953 Patent application (PCT) was filed on September 4, 1998 and was issued to Bauer

Nike Hockey Inc. on November 20, 2001. It expires on September 4, 2018.

[4] On October 31, 2002, the patent was assigned from Bauer Nike Hockey Inc. to an effiliate
of NikeInc., Nike International Limited, the second Plaintiff in this suit. Bauer’ s predecessors-in-
title, namely Bauer Nike Inc., Nike Bauer Hockey Inc., Nike Bauer Hockey Corp. were,
successively, the exclusive licensees under the * 953 Patent. On April 16, 2008, the * 953 Patent was

assigned from Nike International Limited to Nike Bauer Hockey Corp.

[5] On October 1, 2008, following a series of corporate changes, Nike Bauer Hockey Corp.
became Bauer Hockey Corp. On October 13, 2009, the Plaintiffs were granted leave to amend their
Further Amended Statement of Claim in the current proceeding to reflect the recent corporate

changes of Bauer.

! Agreed statement of facts, para 2.
2 Fresh Amended Statement of Claim, para 2.
3 Agreed statement of facts, para 1.
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[6] Easton was incorporated under the laws of Canadain 1986. It isthe subsidiary of the
American company Easton Sports, Inc. (Easton U.S.), which was founded in the 1920s.” Eastonis a
manufacturer and distributor of sports equipment, including hockey equipment.® Easton was
particularly successful with their innovative composite hockey stick. In 1997, Easton decided to get

into the skate business and their first skate was launched in time for the 1998 season.

[7] The invention described in the patent-in-suit was made during what will be referred to asthe
Vapor Project, aresearch and development (R& D) project at Bauer which led to the development of
their Vapor line of skates, including particularly the Vapor 8. This skate was launched in the middle

of the 1997-1998 hockey season.

[8] Following the launch of Bauer’s Vapor skate line, at least one e ement of the * 953 Patent,
namely the one-piece quarter, was incorporated into other models of Bauer skatesaswell asroller

skatesincluding Mission® roller skates.”

[9] Bauer alegesthat there are 38 Easton skate models that infringed on its rights under the
953 Patent. On December 2, 2001, the Plaintiffs’ counsel sent a cease and desist letter to Easton.

The present proceedings were ingtituted on February 14, 2002.

* Agreed statement of facts, para 6.

® Fresh Amended Statement of Claim, para4; Fresh Amended Statement of Defence and Counterclaim, para 2.
®1n 2008, Bauer purchased Mission-I TECH Hockey. Bauer continued to use the brand name Mission for its roller
hockey skate line.

" Infact, as shown on TX-482, several modelsincluded a separate tendon guard attached in a side-by-side fashion.
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[10]  Pursuant to aBifurcation Order of Justice Frederick E. Gibson dated December 17, 2002,
guestions about the quantum of damages, accounting of profits or reasonable compensation, if any,
are to be determined after trial. Similarly, as will be mentioned later on, any question regarding

apportionment is also a matter to be determined by the reference judge.

[11]  OnJune 6, 2007, the partiesfiled a Joint List of Issuesto be determined at tria, which
included: determination of the proper construction of the claims of the * 953 Patent, whether any of
the Defendant’ s skates infringe the claims; whether the Defendant induced or procured Les
Chaussures Rock Forest Inc. (Rock Forest) and/or Sakurai Sports MFG. Co., Ltd. (Sakurai) to
infringe the * 953 Patent;® and whether any of the claims wereinvalid for avariety of reasonswhich
during the final arguments the Defendant narrowed down to include only: anticipation, obviousness,

lack of clarity, inutility and misleading statements.®

INDEX

Heading Para. No.
|. The Evidence 12
I1. General Background

A. The Hockey Skate Market 74

B. Types of Sates 83

C. Skate Components 88

D. Evolution of the Hockey Skate Construction 93

E. Easton Skates 103

8 Later on, it was made clear that this allegation would only bein respect of Rock Forest.

® The Defendant’ s arguments concerning claims broader than the invention, new matters and insufficiency were
abandoned. It was made clear that with regard to the failure to meet the promises described in the patent, the Court was
to address only the allegations of inutility or mideading statements pursuant to s. 53(1) of the Patent Act, R.S.C. 1985, c.
P-4 (Patent Act), as opposed to insufficiency.



I11. Patent Construction
A. TheLegal Test
B. Person Ordinarily Skilled in the Art
C. Common General Knowledge Principles
D. Analysis

V. Infringement
A. Burden

B. Analysis

V. Invalidity
A. Sandard of Review and Burden of Proof
B. Anticipation
C. Obviousness
(1) The Legal Test
(2) The Person Ordinarily Skilled in the Art
(3) Relevant Common Genera Knowledge
(4) Climate in the Industry
(5) Prior Art
(6) Inventive Concept
(7) The Differences between the Common General Knowledge and the
Above-Mentioned Prior Art and the Inventive Concept
(8) Would the Difference be Obviousto the Ordinary Person Skilled in the Art?
D. Lack of Utility
E. Mideading Representations subsection 53(1) of the Patent Act

VI. Remedies, Interest and Costs
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[12] Bauer relied on the evidence of eight lay witnesses: Tim Pearson, Ken Covo, Francois

Chénevert, Chris Langevin, Stephen Murphy, Marc Gagnon, Lawrence Weber and Lorraine

Banton.

[13] Tim Pearsonis currently the Director of Business Process at Bauer; he has been an

employee of the company since 1990. Prior to joining Bauer, he worked in alarge hockey and golf
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retailer, Gus Maue, from 1977 to 1990, where he held the position of manager and buyer for about

10 years.

[14]  Mr. Pearson discussed the main brands of hockey skates aswell astheir historical and
current sales and market shares, both on the consumer market and in the National Hockey League
(NHL). He also discussed returns of skates by the consumers at Gus Maue and at Bauer and
introduced into evidence a series of spreadsheets showing the number of returns for different Bauer
skates for the years 1999, 2000, 2001 and 2002 (exhibits TX-487'° to TX-494). Other confidential
exhibits relating to sales, skate distribution, skate returns and skate weights were aso put into

evidence during the course of histestimony.

[15] Ken Covo obtained his Bachelor of Engineering from McGill University in 1982 and
studied part-time a Mastersin Artsin Educational Technology from Concordia University around
1990. He is Bauer’ s Senior Director of Research and Devel opment, a position he has held since
2003. He has been working at Bauer since January 1995, and has occupied various management
positionsin product development or R& D. He had no previous experience with skates or footwear

in general prior to joining the company.

[16] Mr. Covo'stestimony mainly concerned the R& D Department at Bauer as well as the Super
Light and the Vapor Project. Specificaly, he discussed the Vapor 8 skate and the importance of the

one-piece quarter in subsequent Bauer skate models.

19 Hereinafter al referencesto the exhibits will be made by noting only their exhibit number.
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[17] On cross-examination, Mr. Covo was questioned on the difficulties encountered with the
Vapor 8 skate. He discussed the Bauer Athlete’s Event, including the existence of confidentiaity
agreements as well as the handling of the tested products. The purpose of the Athlete’s Event wasto
show NHL players and get them to try new products and gather their feedback. The two industria
designs that were filed by Bauer under no. 88047 and no. 88048 to protect the skate designs
developed as part of the Vapor Project were introduced in evidence during his cross-examination

(TX-624 and TX-625 respectively).

[18] Francois Chénevert graduated in industrial design from the University of Montreal in 1990.
Heistheinventor listed in the * 953 Patent. When he joined Bauer in 1994, he had no previous
experiencein skates or in footwear. At first, for a period of about six months, he worked with Alain
Renaud, avery experienced skate patternmaker, who taught him the techniques of patternmaking.
Thereafter, he worked on different R& D projects, including aproject relating to inline skates. In
September 1996, he became involved in the Vapor Project on which he worked almost exclusively
until August 1997. He worked on this project with alarge team that included Gaétan Champagne,
Jean-Claude Lefebvre, Chris Langevin, Gerry Black and Ken Covo. He left Bauer in 2001 to work

a BRP* where he began his employment in the snowmobile accessories department.

[19] Mr. Chénevert testified about the process that led him to the conception of the invention

covered by the patent-in-suit. He explained how he came up with the idea of using a one-piece

11 Bombardier Recreational Products Inc.
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quarter starting with prototypes having an articulated cuff. He described in some detail the various
steps of the Vapor Project, namely its objectives, the field testing done on skates that were already
available on the market, the autopsies made on about 30 skates, ™ the research of materids, the
making of severa prototypes, thefield testing aswell as the issues encountered with the Vapor 8

kate.

[20] Mr. Chénevert was also questioned on a series of documents that were found in his V apor
Project file at Bauer (TX-476/TX-4764). However, it quickly became apparent that this file was not
complete. He explained that he was not involved in the preparation and compiling of the documents

in the present proceedings.

[21]  Also, on cross-examination, Mr. Chénevert was led to explain the timeline of the Vapor
Project in order to establish more precisely the date of the invention of a skate having a one-piece
guarter. An internal memo called Formulaire de divulgation d’ invention (TX-605a) explaining the
specification of the design as well as the construction of the skate was entered into evidence during
histestimony. This document is dated September 4, 1997 and indicates that the date of the invention
isApril 2, 1997. He dso testified that many iterations were prototyped and that, from about
February to April 1997, testing was performed simultaneously on one-piece and two-piece quarter

skates which otherwise had identical features.

12 Francois Chénevert, transcript, Nov. 16, 2009, pp. 30-31 (in chief); He explained that they analyzed Bauer skates as
well as Bauer's competitors skates.
13 Francois Chénevert, transcript, Nov. 16, 2009, p. 174 (cross).
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[22] ChrisLangevinis currently Director of Advanced Development Project at Bauer. Heaso
worked in field testing for four years (including 1996-1997 when he tested the prototypes made by
Mr. Chénevert and Mr. Lefebvre) before starting as a skate devel oper for high-end skatesin 1998.
In 1997, he was also consulting on skates. For example, Mr. Langevin was consulted with regard to
the Vapor Project on how to change the profile of the boot in order to improve the breaking period.

Prior to joining Bauer, Mr. Langevin was a professiona hockey player from 1981 to 1986.

[23] First, Mr. Langevin testified about the Bauer Test League, namely its purpose, its operation
and its players. The Test League was an internal league that comprised both Bauer employees and
players from outside the company and where equipment in development at Bauer wastested in
game conditions. He explained that he was in charge of collecting all the material at the end of
every game and that non-Bauer employees were al asked to sign a contract or non-disclosure
agreement before joining the league. He personally ensured that each new player signed a
confidentiality agreement.* It is of note that such documents were not put into evidence as they

were not located by Bauer.

[24]  Second, Mr. Langevin testified that the one-piece quarter with separate tendon guard
attached side-by-side and in some cases with a dight overlap was incorporated in subsequent
models. He explained how the invention triggered improvementsin the Bauer skates, including the

use of rib shaped quarters, the use of new materials and the removal of internal reinforcement

14 Chris Langevin, transcript, Nov. 12, 2009, pp. 65-66 (Cross).
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pieces. Also, it allowed Bauer to pursue their objective of developing lighter and stiffer high

performance skates. Lastly, he testified about the Athlete’s Event.

[25] On cross-examination, Mr. Langevin was questioned on hisvigit to Nike' sfacility in
Portland, Oregon, including histour of Nike's prior art material library aswell asits“advanced lab
kitchen”. He also confirmed that the last prototype he tested with the Test League |ooked very
similar to the final look of the VVapor 8 (TX-234). However, he did not know or realize at the time

that these prototypes had a one-piece quarter construction.

[26]  Finally, an affidavit by Mr. Langevin wasfiled at trial, on consent of the parties (P-43).°
The content of the affidavit relates to the tests done by Bauer, in the context of thislitigation, to
evauate therigidity of aone-piece quarter in comparison to atwo-piece quarter, both asan
independent component and as part of finished skates. The affidavit further explainsthe

methodology and the materials used to perform the said experiments.

[27] Stephen Murphy obtained a Ph.D. in biomechanics from the University of Waterloo in
2001. Heis currently completing an MBA at Concordia University. He started at Bauer in 1993 asa
developer of hockey sticks and helmets. In January 1998, he was promoted to the position of
product manager for Bauer skates and in 2000, he became Director for the Bauer brand of skates
and helmets. This position entailed being attentive to the market’ s needs, understanding the new

opportunities of R& D, establishing the retail price points, understanding the competitive anays's,

31t was filed subject to the right of Easton to cross-examine. However, the Defendant did not cross-examine Mr.
Langevin on his affidavit.
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establishing cost targets and doing market research. After he left Bauer, Mr. Murphy was employed

in R&D by CCM ™ for about four years starting in February 2002.

[28] Mr. Murphy mainly testified about the marketing of the Vapor 8 skate, including the
Athlete' s Event, and the adoption of the Vapor 8 skate by NHL players. He aso briefly discussed

the construction of certain CCM skates, namely the Vector and the Champion 90.

[29] When Mr. Murphy arrived at CCM, their skates were constructed using atwo-piece quarter
or athree-piece quarter. The decision to go with a one-piece quarter was made by Mr. Murphy. The
first skate that had such construction was the V ector skate, which was launched in 2004. This skate
had no rear sewing line and the tendon guard was integrated. With respect to the tendon guard, Mr.

Murphy testified that he put in a deep scallop, which shortened the height of the tendon guard and

provided sufficient flexibility to allow afull foot extension.

[30] The Defendant’s counsel noted that they were surprised by Mr. Murphy’ stestimony relative
to the CCM Vector and the CCM Champion 90 stating that these topics were not included in the
brief description of the subject matter to be covered by histestimony. Bauer’s counsel advised the
Court that they became aware of this information about two days prior to Mr. Murphy’ s testimony.
It was made clear that Mr. Murphy was presented solely as afactua witnessin this respect and that
Easton’ sright to cross-examine Mr. Murphy at alater date would be reserved. That said, the

Defendant did not exerciseitsright to call back Mr. Murphy.

16 CCM was also known as Sports Maska and The Hockey Company. CCM is aregistered trademark of CCM Holdings
(1983) Inc. and is used under licence by Sports Maska Inc., asubsidiary of Reebok-CCM Hockey, Inc.
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[31] All of the abovementioned witnesses were credible, including Mr. Murphy. The Court finds
no good reason to give less weight to his testimony as suggested by Easton initsreply
memorandum. As noted, the fact that Easton chose not to exercise itsright to cross-examine Mr.

Murphy cannot have an impact on his credibility or the weight given to his testimony.

[32] Marc Gagnon was President of Rock Forest during the period the company was
manufacturing Easton skates. He testified about Rock Forest and the relationship between Rock
Forest and Easton as well as the modus operandi of the parties in the manufacturing of Easton

skates.

[33]  Although Mr. Gagnon was credible, the Court prefers the testimony of Mr. Laferriére™
when it comes to the daily operations at Rock Forest with respect to the manufacturing of Easton

skates.

[34] Lawrence Weber isthe Director of Risk Management and Compliance. He has been an
employee of Bauer since 1996. He occupied the position of Risk Manager from 1998 to 2007,

which entailed, anongst other things, the handling of litigated matters.

¥ This does not include, however, subjects such as Mr. Maderspach’ s role or experience in the design of skates made by
Rock Forest for other companies before Mr. Laferriére started working at Rock Forest. In that respect, his testimony
would be pure hearsay.
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[35] Themain purpose of Mr. Weber’ s testimony wasto explain Bauer’ sfallure to keep all of the
relevant files. He explained that there was no policy or direction in force with respect to document
retention during the relevant period. While the factory was once certified under the International
Organization for Standardization (1S0), it stopped being certified around 2000. Mr. Weber also
spoke about the relocation of Bauer’ s head office from Montreal to Greenland, New Hampshire. He
explained that some of the company’ s documents were sent to Greenland or St. Jerome, but that he
had a feeling that others were smply destroyed or lost in the relocation process. Similarly, he
testified about the various changes and reduction in space in the R& D Department at the St. Jerome

factory.

[36] Lorraine Bantonis currently Bauer’s Human Resources Director in Canada. She testified
about a series of layoffs at Bauer, both at the Cambridge (Ontario) and St. Jerome factories, which
occurred in the 1990s and 2000s. She also testified that the Cambridge plant closed in 1998. She
explained that key employees, at the St. Jerome site, that would have been in charge of archiving

documentsin the R& D Department, were laid off.

[37] Itisevident that the documentation produced by Bauer with respect to the devel opment and
testing carried out, particularly in the context of the Vapor Project, was not complete. For example,
Mr. Chénevert was very clear that he kept many documents and drawingsin his computer and that
many tests carried out were not documented in hisfile. The Court notes, however, that Easton also
failed to produce documentation, prototypes or drawings relating to the development of their

allegedly infringing skates.
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[38] Like Bauer, Easton tried to explain this by the closure™ of the Rock Forest site and by the
fact that its archiving system was pretty rudimentary at that time as no minutes were taken at

meetings and no devel opment files were kept.

[39] Inether case, the Court issatisfied that it would not be appropriate to make a negative
inference in that respect. The Court does not believe that either party tried to concea evidence. In
fact, some of the documentation produced by Bauer has been heavily relied upon by Easton as

supporting its case.

[40] Asl said, generdly the lay witnesses were credible and the weight of their testimony will

not be diminished by their employers’ inability to locate all the documents to support their evidence.

[41] Easton produced only two factual witnesses, namely Ned Goldsmith and Michel Laferriére.
It is unfortunate that Mr. Y ang, the inventor listed in “ Utility Model”, German Patent No. 050194,
(6 January 1994) (the Chin Patent) (TX-577)," did not testify at trial, even though he was on
Easton’sinitia witnesslist. Mr. Y ang works at Sakurai; he has been involved in the production of
the CCM’s Champion 90 and, since 2003, in the production of Easton skates. His testimony would

have shed light on the Champion 90 skate and would have avoided many objections during thetrial.

18 The Court accepts Mr. Gagnon' s testimony that the documents and computersin Mr. Laferriére’ s office were removed
by Easton and the office was left empty when Easton and Rock Forest stopped doing business. However, Mr. Laferriere
testified that he was never asked about his prototypes or his documents by Easton.

19 The Chin Patent is a piece of prior art on which Easton relies upon. Even though, during the trid, the parties referred to
this patent as the “ Chin Patent”, the Court notes that the family name of the inventor is Y ang.
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It would also have been useful to get more information as to how skates were devel oped and

manufactured in China at the relevant time.

[42] Ned Goldsmith isthe Senior Vice President of Easton U.S. He has been working at Easton
U.S. since December 1996, and successively occupied the position of Product Manager, Director
and VP Hockey, before being promoted to his current position. His current position as well as his

previous positions included product development in relation to skates.

[43] Mr. Goldsmith testified in detail about the development of Easton skate lines. He testified
that in April 1997, Easton wanted to enter the market and wanted something unique. He recalled
that the team at Easton looked at competitors skates, namely CCM, Bauer and Graf International
(Graf) skates, during a meeting held early in the development of their skates that came out in 1998-

1999. Easton delegated the design of the outsole of their skates to an outside firm.

[44] Mr. Goldsmith also discussed Easton skates that came out in 2000 (2000 skates). At that
time, he wasin anew position, VP Hockey, which he started in April 1998, and he was busier than
he had been in the past. Mr. Goldsmith hired Neil Wendey, aformer employee of CCM, as product
manager for Easton skates. He explained that Michel Laferriére and Nell Wendey were key players
in the development of the 2000 skates. Upon the recommendation of Mr. Wendey, Easton hired an

external design firm, ADC, to work on the look of the skate.® Mr. Wensley knew this firm from his

2 The only drawings that were located by Easton were filed as TX-506. It isworth noting that although ADC isadesign
firm, they made no suggestion asto the internal construction. Mr. Laferriere was clear that they were not to concern
themselves with issues such asweight. Michel Laferriere, transcript, Nov. 30, 2009, pp. 199-200 (cross).
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time at CCM, when he worked with them on the CCM Tacks 952. He testified that, during a
meeting with ADC, Easton discussed the market trends along with the good and the bad of the
existing Easton skates and other skates on the market. Even though Mr. Goldsmith could not recall
if they discussed the Vapor 8, the Court notes that it islikely that this skate was addressed at this

meeting.

[45] Mr. Goldsmith explained that ADC'’ s drawings influenced the look of the Easton Z-Air
2000 skate. In fact, herecalled that Mr. Laferriére was provided with the drawings and was asked to
create a skate with asimilar look. Mr. Goldsmith was involved in a meeting with ADC and in some
of the discussionsrelative to the Z-Air. He a so provided ideas for the devel opment of the skate but,
as mentioned, it was Mr. Wendey and Mr. Laferriére who were redlly in charge of the actual

development of Easton’sfirst allegedly infringing skates.

[46] Mr. Goldsmith also discussed the development of Easton’ s subsequent skate models and
Easton’ s sdles with regard to their skates. Furthermore, Mr. Goldsmith was questioned on the
compendium (P-14), adocument that lists all of Easton skates for the years 1999 to 2009, inclusive,
and provides information on their construction aswell astheir place of manufacture. Finaly, he

testified about the business relationship that existed between Rock Forest and Easton.

[47]  On cross-examination, Mr. Goldsmith was |ed to explain the reasons why Easton switched

from a side-by-side to an overlapping construction in 2004 and the reasons why it never switched
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back to atwo-piece quarter construction, especially when it realized that Sakurai had switched to

such a construction in 2003 without any apparently noticeable impact on their sales.

[48] Mr. Goldsmith was a passionate witness who, having been present during all the previous
testimonies, had a tendency to argue rather than to smply relate the facts. That said, he was
generally a credible witness, athough as mentioned, there are areas where it is clear that he does not
have first hand knowledge of al that went on. Thisexplains, in my opinion, some of the
contradictions between his testimony and that of Mr. Laferriére. With respect to the other

contradictions, the Court did prefer the testimony of Mr. Laferriére®

[49] Miche Laferriereis currently the Manager of Custom Products and Product Development at
Easton. He started working in the footwear industry in 1965 at Brown Shoe Company, where he
was primarily involved in shoe production. In 1976, he started working at Jean-Paul Corbeil, a shoe
manufacturer that al so manufactured low-end figure skates, mid to low-end hockey skates and

moul ded skates.?? By the end of 1982-1983, Jean-Paul Corbeil got out of the shoe industry and
started devel oping a high-end skate that was eventually picked up by the NHL. When the company
was bought by CCM in 1984, Mr. Laferriere continued to work in R&D at CCM. Hisjob involved,

amongst other things, doing special make-ups (SMUs) and downgrading skates, meaning making

2 For example, where their first outsole was made, whether he was told of the existence of CCM'’ s patent or the
instructions he gave with respect to the look of the first Easton skates.

22 The skates were sold under the brand name Orbit and Delta: Michel Laferriére, transcript, Nov. 30, 2009, pp. 20-22 (in
chief).
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skates at a cheaper price but keeping the same look as the high-end models.® In 1997, Mr.

Laferriére left CCM to work for Easton.

[50] Firgt, Mr. Laferriére testified about his experience at CCM and at Jean-Paul Corbell aswell
as about CCM’ s skate construction. With respect to Easton, he discussed the development of Easton
skates, the manufacturing process used for the first Easton skates and the assembly of Easton skates
at Rock Forest. He also addressed the respective involvement of Easton and Rock Forest in the

manufacturing of skates.

[51] On cross-examination, Mr. Laferriere was questioned on hisinvolvement with, and the facts
surrounding, the decision of Easton to switch to an overlapping tendon guard and to maintain aone-
piece quarter in 2004. He was also led to testify about the discussions at Easton regarding the
possibility of going back to atwo-piece quarter construction after the lawsuit wasinitiated. Asa

whole, the Court found Mr. Laferriére to be a straightforward and credible witness.

[52] The parties aso presented six experts that collectively filed 15 expert reports dealing with
the infringement, invalidity and commercial success alegations. They arelisted in Chart A attached

hereto with the names of the experts, exhibit numbers and a brief summary of their biographies.

[53] Bauer relies on the evidence of four experts, namely Dr. T. Blaine Hoshizaki, Dr. Mario

Lafortune, Guy Beaudoin and Jm Rennie.

% Michel Laferriére, transcript, Nov. 30, 2009, pp. 31-32 (in chief).
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[54] Dr. Hoshizaki was qualified as an expert in thefield of the biomechanics of performance
gports, R& D pertaining to skates, skate design, development and manufacturing and its relationship
to performance, and skate commerciaization. At tria, the Court endorsed Dr. Hoshizaki’ s
qualification, but expressed some reservation with respect to the witness' expertise with respect to

skate commercialization.

[55] Dr. Hoshizaki filed three expert reports. Hisfirst report (P-1) deals with the claim
construction and infringement®* of the * 953 Patent. He also provides background information about
the three types of skate boots found on the skate market, namely the lasted, moulded and K2-type
Softboots, and discusses the main manufacturing steps for alasted skate. In his second report (P-45),
he first summarizes the opinion discussed in hisfirst report with respect to construction before
responding to the allegations of invalidity raised by Easton, namely that the * 953 Patent is
anticipated, obvious, lacks utility and is unclear or confusing. He analyzes the various pieces of
prior art relied upon by Easton’s experts, and discusses the results of three tests that were performed
by Bauer to evaluate the stiffness of a one-piece quarter in comparison to atwo-piece quarter: the
component stiffness test, the finished skate boot rigidity test and the finished skate boot functional
rigidity test. He also addresses the allegations of Easton’ s experts with respect to the commercial

success of the Vapor 8. Finally, Dr. Hoshizaki filed athird report (P-46) in rebuttal.

% Dr. Hoshizaki produced a summary chart listing Easton’s models of skates that are infringing.
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[56] Easton challenged the credibility of Dr. Hoshizaki stating, among other things, that he
cannot be objective, having had some kind of relationship with Bauer since 1985, ranging from
independent researcher at McGill University (1985-1986) to VP Research (1989-1995) to consultant

(including expert witnessin litigation) up to the present date.

[57] Itisto be noted, however, that at the relevant time (from 1997-2002), Dr. Hoshizaki wasin
charge of product development at CCM,* Bauer's main competitor. His relationship with Bauer
between 1995 and 1997 was limited and was part of the termination package he was given when

Nike bought Bauer.

[58] | reviewed the case law relied upon by Easton. It is evident that it can be distinguished on its
facts. Dr. Hoshizaki was not involved at al or in any way in the Vapor Project. Despite Easton
counsdl’ s vigorous attempts to convince me otherwise, | find that he testified in a straightforward
manner. | have no doubt that he truly believes in the opinions he expressed and | see no good reason
to discard all his evidence as suggested by the Defendant. The Court has examined the reasoning
behind each of the views he expressed and gave them appropriate weight based on their intrinsic
value. It isevident that this expert was particularly well-qualified to discuss the biomechanics of
skating. He is not athermoplastic expert and was not particularly experienced in the

production/manufacturing side of the skate industry.

% |nfact, Dr. Hoshizaki was only involved in three cases for Bauer. The first one was when he was an employee at
Bauer. He was also involved in an opposition proceeding before the United States Patent and Trademark Office and then
as an expert in the present proceedings. Hoshizaki (Statement) P-1, para. 17.

% Given that Bauer has been the leader in the hockey skate industry for many years and has purchased other brands, such
as Daoust and Micron, most experts who testified, including Easton’s expert Mr. Hall, worked there at some point in
their career.
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[59] Mr. Beaudoin was qualified as an expert in the field of hockey skate and inline skate design,
development and manufacture, with experience in the boot and footwear industry. Upon reviewing
his curriculum vitae, the Court now notes that Mr. Beaudoin does not have any particular expertise
in the athletic footwear industry. However, Mr. Beaudoin was particularly well-qualified to opine
on the issues relating to the manufacture of skate boots. He has been involved in the skate industry
for over 10 years and while he was at Daoust,>” a company based in Montreal, and Bauer, Mr.

Beaudoin has occupied positions that focus on the manufacture and production of skates.

[60] Two reports by Mr. Beaudoin were filed by Bauer. Hisfirst report (P-39) is aresponse to
Easton’ s experts first reports and specifically deals with the allegations that the * 953 Patent is
invalid because it is unclear, confusing or miseading. He a so discusses the utility of the invention,
the commercial success of the Vapor 8 and the differences between the shoe, boot and skate
industries. His second report (P-40), filed in reply to Easton’ s second reports, deals with the
commercia success, infringement and claim construction. He aso provides comments on the

characterization of the three types of skate boots.

[61] The Court was particularly impressed by Mr. Beaudoin who testified in a very measured
manner, clearly indicating when he had to made assumptions. He readily admitted it when he did

not know something.

" Dapust was a brand name under which A. Lambert International Inc. was manufacturing hockey skates.
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[62] Dr. Lafortune was qualified as an expert in the field of biomechanics of athletic activity and
its relationship to the design, devel opment and manufacture of athletic footwear, equipment and
apparel. He prepared one report (P-47). It wasfiled in reply to Mr. Tonkel’ s second report and
focuses on the distinctions between athletic shoes and hockey skates as well as the differences
between the athletic footwear and skate industries. The Court accepts the evidence of Dr. Lafortune
with respect to the main areas in which the biomechanics of skating defers from those relevant to

other athletic footwear.??

[63] Mr. Renniewas qualified as an expert in the marketing and sale of sporting goods, including
athletic shoes and hockey skates, and trends in the industry relating to those goods. He prepared
three reports that mostly focus on the hockey skate market, the commercia success of the Vapor 8

and the importance of lightweight, aesthetics and performance for hockey skates (P-11, P-41 and P-

42 respectively).

[64] Eventhough Mr. Rennie was well-qualified, his opinion will have little impact on the
findings of the Court. In effect, this evidence was not particularly useful given that it resulted in a
side debate as to why the Vapor 8 was successful. There is no dispute that this line of skates was
successful, the Vapor 8 created a buzz in the market and put more focus on the overall weight of
skates. Although satisfied that the invention contributed to the skat€' s success, it isaso clear that its
other novel features did too. In the circumstances, the Court decided not to consider this factor in

ng the allegation of obviousness.

% afortune (Reply Statement) P-47, para. 11; Mario Lafortune, transcript, Dec. 7, 2009, pp. 26-29 (in chief).
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[65] Mr. Tonkel was qualified as an expert in the field of footwear design, footwear devel opment
and manufacture, including its relationship to performance, and footwear commercialization.

Bauer’ s counsel objected, stating that the reference to footwear should be limited to athletic
footwear such that it should not be understood to encompass hockey skates. Easton’ s counsel agreed
that Mr. Tonkel was not an expert in the field of skate design or devel opment per se. This obvioudy
has some impact on the weight attributed to his evidence especialy considering the definition of the
person to whom the * 953 Patent was addressed. Thiswill be further discussed when dealing with the

construction of the clams and obviousness.

[66] Mr. Tonke’sfirst report (D-16) focuses on why he was of the opinion that the invention was
obvious. He analyzes the prior art cited by Easton,?® namely the Bauer Supreme 5000, “Boot
Construction”, U.S. Patent No. 2915835, (27 May 1957) (the Snitzer Patent) (TX-563), Chin
Patent/Champion 90 skate, CCM Mustang and Rapide, Easton’ sfirst skates, CCM Tacks and the
K2 Softboot inline skates. Mr. Tonkel aso discusses claim construction and the similarities between

boot and shoe manufacture and skate manufacture.

[67] Inhissecond report (D-17), Mr. Tonke respondsto Mr. Renni€' s opinion with respect to
the commercia success of the Vapor 8. In response to Dr. Hoshizaki’ s first report, he discusses the
similarities and influences existing between footwear and hockey skates. Also, he provides

comments on the characterization of the three types of skates aswell as asummary of hisview on

# There is no indication that he was familiar with this art prior to hisinvolvement in this case.
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infringement. His third report (D-20), as redacted,* replies to the second reports of Mr. Rennie and
Dr. Hoshizaki aswell asthefirst report of Mr. Beaudoin. It deals with commercial success, the

relationship between the footwear and the skate industries, vaidity and the infringement of claim 3.

[68] Mr. Hall was qualified as an expert in the field of skate design, skate devel opment and

manufacture, including its relationship to performance, and skate commercialization.

[69] Inhisfirst report (D-14), Mr. Hall primarily focuses on the utility and the validity of the
‘953 Patent and more precisely, his view that the patent was unclear, confusing and mideading.
Regarding claim construction, Mr. Hall states that he agrees with and adopts Mr. Tonkel’s
conclusionsin the latter’ sreport. Mr. Hall did not perform a detailed analysis of the prior art, relying
instead on the analysis of Mr. Tonkel. However, the Champion 90 and the Chin Patent were omitted
fromthelist of prior art found in Mr. Hall’ sfirst report and Mr. Hall’ s conclusion on obviousness
focuses on what he views as a smple change in the direction of the rear seam used particularly in

CCM skates.

[70]  Inhissecond report (D-15), Mr. Hall responds to Mr. Renni€' s allegations with respect to
the commercia success of the Vapor 8 in the hockey skate market. In response to Dr. Hoshizaki’s
first report, Mr. Hall addresses claim construction, the characterization of the three types of skate

boots and the infringement of the * 953 Patent. Also, he comments on the advantages described in

% The rebuttal reports of Mr. Tonkel and Mr. Hall (D-20, D-21) were the subject of objections upheld by the Court. The
partiesfiled, by consent, alist of the paragraphsin the defendant’ s reports that have been deleted pursuant to the Court’s
ruling (P-44).
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the * 953 Patent’ s disclosure. Mr. Hall’ s third report (D-21), as redacted, rebuts the evidence found
in the second reports of Dr. Hoshizaki and Mr. Rennie as well as the evidence found in the first
report of Mr. Beaudoin. He addresses the similarities between the hockey skate industry and the
footwear industry, commercia success and the characterization of the three types of skate boots. He
also provides comments on the interpretation of the term tendon guard and on the tests performed

by Bauer.

[71] Mr. Hall was particularly well-qualified to deal with most of the issuesraised in this case.
Although clearly avery creative individua - contrary to the person skilled in the art (posita) - he
worked for many years, developing skates. His evidence was particularly useful in helping the Court

understand the history and development of the skate industry.

[72] However, for reasonsthat will be explained, the Court could not accept his views on the
congtruction of the patent, particularly the meaning of “tendon guard”. Having heard this witness
over 3 days of testimony and having read and re-read his reports, it appears, and thisis
understandabl e given that this was his first experience as an expert witness on such matters, that he
had an insufficient understanding of the principles™ that should guide him. Among other things, |
found that he was overly critical in dealing with the * 953 Patent and that, despite his assertion to the
contrary, he did not exhibit an open mind seeking to understand the patent and the claimed

invention. In the end, his evidence was not as useful as | would have hoped.

3 For example, he looked at the priority application and PCT application to seeif they provided any explanation or
support for the description and claims of the patent. He used the Vapor 8 to explain many of his views (other than
commercid success). A smplereview of paras. 47-51 in D-15 will further illustrate some of the problems.
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[73] The Court obviously considered all the evidence in the record, however, for ease of

reference certain passages have been included in the footnotes.

Il. General Background

A. The Hockey Skate Market
[74] Itisnot disputed that for several decades up until the late 1990s, the manufacture of hockey
skates in North America was dominated by three principa players, namely, Bauer, CCM and, to a
lesser extent, Daoust.* In fact, up until the late 1990s, these three companies represented about 85%

of hockey skate salesin North America®

[75] Inthefall of 1992, Daoust was purchased by Bauer.>* The Daoust brand name was used by

Bauer until late 1995. %

[76] Graf was another brand of skates available on the North American hockey skate market in
the 1990s. Graf was manufacturing high-quality skatesin Switzerland. However, these skates were

not very popular amongst consumers because they were sold at a higher price point.*

%2 Agreed statement of facts, para 3.

3 Agreed statement of facts, para 3.

% Guy Beaudoin (Responding Statement), P-39, para. 12; Ken Covo, transcript, Nov. 10, 2009, pp. 10 and 17 (in chief).
Tim Pearson testified that Dapust was purchased in 1993 (transcript, Nov. 5, 2009, p. 285 (in chief)) and testified, later in
his testimony, that he believed it was purchased in 1994 (transcript, Nov. 9, 2009, pp. 3-4 (in chief)). Bauer's
Memorandum of Fact and Law aso states that the company was purchased in 1993 (para 34).

% Guy Beaudoin, transcript, Dec. 2, 2009, p. 130 (cross); Tim Pearson, transcript, Nov. 9, 2009, pp. 3-4 (in chief).

% Tim Pearson, transcript, Nov. 5, 2009, p. 285 (in chief); Jm Rennie, transcript, Nov. 18, 2009, pp. 121-122 (re-exam);
Guy Beaudoin, transcript, Dec. 2, 2009, pp. 222-223 (cross).
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[77] Inthelate 1990s, new manufacturers of ice hockey skates entered the market, the most

important companies being Easton and Mission.’

[78] 1n 1998, there were over 1.5 million pairs of hockey skates sold worldwide, including low-
end skates, 70-75% of which were sold in North America® There were approximately 120,000
pairs of high-end hockey skates sold worldwide, of which, about 90,000-95,000 pairs were sold in

North America

[79] Bauer owns an important percentage of market shares among NHL players aswell asat the
regular consumer level in North America. In fact, from 1997 to 2009, its market shares at the NHL

level ranged between 55% and 60% and between 35% to over 50% at the consumer level

[80] Asfor Easton, it isagreed that it owned no significant market share before 2000 at the NHL
level.* However, from 2000 to 2009, Easton’s market shares at the NHL level increased from 5%
to 10%. At the consumer level, its market shares also increased over the last decade, ranging from

less than 5% from 1998 to 1999 to over 10% to 15% from 2000 to 2009.%?

37 Agreed statement of facts, para 8.

% Stephen Murphy, transcript, Nov. 12, 2009, pp. 187-188 (in chief); pp. 263-264 (cross). Mr. Murphy explained that, at
that time, the price points of the various categories were as follows: high-end skates were skates retailed at $499 or more,
mid-end skates were retailed between $199 and $499 and low-end skates were retailed below $199 (Stephen Murphy,
transcript, Nov. 12, 2009, p. 265 (cross)).

% Stephen Murphy, transcript, Nov. 12, 2009, pp. 188-189 (in chief).

“0 Agreed statement of facts, para 8.

! Agreed statement of facts, para 8.

2 Agreed statement of facts, para 8.
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[81] Asof 2009, the three main brandsin the North American hockey skate market were Bauer,
CCM and Easton.*® Their combined market shares represented over 85% of the hockey skate sales

in North America.

[82] Littleinformation was given to the Court about the inline roller skate market. Although
there is scant evidence in that respect, it appearsthat it is the development of roller skatesthat first
attracted the attention of mgjor athletic shoe manufacturers, such as Reebok International Ltd.
(Reebok) and Nike, to the ice hockey skate business. In fact, there are examples of a partnership
between such companies and skate manufacturers on specific projects, such as the aborted project
between Daoust and Nike to produce a skate for Wayne Gretzky, or the project between Reebok and
CCM for the Instapump technology used in certain CCM skate models. Furthermore, those two
major athletic shoe companies bought the two major ice skate companies — Reebok bought CCM
and Nike bought Bauer. It appearsthat Nike never captured alarge share of the ice skate market

under their own brand.

B. Types of Kates
[83] Skatescan bedivided into two main categories, namely the ice skates and the inline skates.
Inline skates include inline roller skates, which are used for recreational purposes, aswell asinline
roller hockey skates, which are specificaly designed to play hockey, although, as noted by Mr. Hall,

regular inlineroller skates are also used to play hockey.

3 Agreed statement of facts, para 8.
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[84] Therearethreetypes of skate boots available in the industry and that were discussed by the

experts, namely moulded (plastic skates), lasted and Softboot skate boots.

[85] The partieswere not in agreement with regard to the definition of “lasting” or alasted boot.
Nevertheless, lasting can be broadly defined asfollows: it isthe process during which skate boots
are shaped when the upper* is placed and stretched over alast.*® A last is athree-dimensional form
that has the approximate form of a human foot. Lasted high-end skates are often available in half
sizes and in up to four widths for each size, allowing the skate to provide a more intimate fit with

the wearer’ s foot.*

[86] Most*” moulded skate boots are made by injecting liquefied plastic into amould such that
the shape of the injected upper (also referred to asthe “shell”) will be defined by the mould.
Contrarily to lasted skates, moulded skates were limited in terms of half sizes or various widths;

they were often only available in one size and one width.*®

[87]  Softboot inline skate boots have arigid moulded plastic exo-skeleton and a soft sewn liner.*

This type of skate boot originated from a patented technology owned by K2 Corporation (K2).>° K2

“ See para. 90 below for the discussion on the term “upper”.

> Basically, the experts disagree as to whether the expression “lasted skate” applies to a skate assembled on alast as
opposed to one stretched to an extent that the inside skate boot will take the shape of the last.

“6 Blaine Hoshizaki, transcript, Nov. 3, 2009, pp. 68-70 (in chief).

“" Thereis also asecond type of moulding process, namely gravity moulding. It is a process where the plastic mixture is
heated in an oven to alow it to take the shape of the mould: Ken Hall, transcript, Nov. 24, 2009, pp. 4-9 (in chief).

“8 Blaine Hoshizaki, transcript, Nov. 3, 2009, pp. 84-85 (in chief).

“9 \/arious names were used to describe this portion; the Court has used “liner” asthis is the description used in “In-line
Roller Skate”, U.S. Patent No. 5,437,466 (19 July 1993) (the K2 Patent) attached as Exhibit « A » of Blaine Hoshizaki,
Reply Statement (P-46).
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isacompany specializing in inline skates that manufactures different models incorporating this
Softboot technology.>* Softboot type skates are also used to play hockey, particularly in areas where
the climate is warmer given that, as mentioned in the K2 Patent, they are to be made of breathable

material and are very comfortable.

C. Skate Components
[88] A traditional lasted hockey skate comprises of aboot, a blade holder and a blade. The skate
boot itself consists of a number of components, including a quarter, tendon guard, tongue, toe box,

eyelet facing, insole and outsole.

[89] Thevarious components of a skate are illustrated in the following drawing:

Blade hobder

— ,;m::‘::’ 5

[90] Theword “upper” isaterm that is used loosely in relation to skates and it does not always

conform to the definition of upper used in reference to general footwear. In fact, in skates, it would

%0 Blaine Hoshizaki, transcript, Dec. 4, 2009, pp. 71-72 (in chief). K2 Patent, attached as Exhibit « A » of Blaine
Hoshizaki, Reply Statement (P-46).
*1 Memorandum of Fact and Law of Bauer, para. 91; See, for example, K2 — Reflex roller skates filed as exhibit TX-452.
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appear that it does not include the toe box, which is a separate moulded part. It aso excludesthe
outsole, the insole, the tongue, the blade holder and the blade.> However, this term was sometimes
used to refer to the boot at different stages of its assembly.> Even more troubling isthat it also

appears to be used sometimes instead of “ quarter” .>*

[91] Asfor the tendon guard, its meaning in the * 953 Patent was the subject of much debate and
will be discussed at length when discussing the construction of the patent. The arrow in the figure
reproduced above (fig. 4 of the * 953 Patent) is used at this stage only to indicate the general area™
of the boot whereit islocated in that drawing. That said, one can now safely say that the tendon
guard was first introduced in ice hockey skates during the time of Bobby Hull in the 1960s.>°
Although one can skate without atendon guard (i.e. speed skates, goalie skates and figure skates
have no tendon guard), it is agreed that in ice hockey skates as well as recreational ice skatesa

tendon guard is necessary.

[92] Asmentioned, the toe box is a separate moulded part that provides protection to the toes and
maintains the shape of the front portion of the skate. Theinsole isalayer of the sole that liesinside
the skate boot, and it is usually covered by aremovable sole, which separatesit from the wearer’s

foot.> The outsole is the outermost layer of the sole to which the blade is affixed.

*2 Blaine Hoshizaki, transcript, Nov. 3, 2009, p. 57 (in chief).

%3 Hoshizaki (Statement) P-1, para45-47.

> Hall (Statement) D-15, para. 26; Hoshizaki (Statement) P-1, para. 29.

*® There was much debate as to where it should be located - above the first eyelet or lower.
% See TX-456.

*" Blaine Hoshizaki, transcript, Nov. 3, 2009, pp. 61-62 (in chief).
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D. Evolution of the Hockey Skate Construction
[93] Prior to 1970, hockey skate technology had not evolved much. In fact, in the 1950s and
1960s, skates were sewn in the same way they had been for amost a hundred years; they were made
of atwo-piece quarter attached vertically with azigzag stitch. Skates were essentially made of
leather.>® As mentioned earlier, in the 1960s, the tendon guard was introduced to protect the

Achilles tendon of the wearer.

[94] Then, inthe 1970s, the moulded skates (or plastic skates) were introduced on the market and
became quite popular. Even some NHL players wore moulded skates in the 1970s. This new
technol ogy offered skate boots that were lighter and more rigid. At that time, the leading moulded

skate brands were Lange and Micron.>®

[95] Thefirst generation plastic skates®® had aremovable lining®* and were constructed in two
parts: an articulated cuff and another portion which enclosed the foot including the outer sole, the
toe areaand the lower rear and side portions of the boot (see TX-266). Mr. Hall, who was very
much involved with this development at the time, agreed that an articulated cuff could also be
referred to as the tendon guard® if one wanted to use language initially developed for |asted skates,

although this was not necessarily done in the industry.

%8 This appears to have been viewed as the most economical and thus the best way to make aleather boot.

% Jim Rennie (Statement) P-11, para 16; Jim Rennie, transcript, Nov. 17, 2009, pp. 325-330 (in chief). Micron was a
brand name of Micron Sports Products Inc. (Micron Sports). In 1976, Bauer bought Micron Sports and continued to use
its brand name. Similarly, the brand name Lange was used by Bauer after it bought Lange Inc.

€ This type of skate was till on sale at least as of 1996: TX-66.

¢ Thereis now asewn lining.

62 Ken Hall, transcript, Nov. 25, 2009, pp. 206-207 (cross).
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[96] The second generation of moulded skates is exemplified by the Micron Medallic (TX-267)
where the boot was made of three pieces.®® The lower rear and side portions were made of one
moulded injected plastic piece, which also covered the sole, the toe and the front portion of the
skate, while the portion above the heel and covering the ankle was made of nylon-like material over
which softer injected plastic piece was added. The Achilles tendon was protected by a piece of
leather or leather-like material attached to the part covering the ankle. Such skates included
trimming (eyelets, facing) in leather or leather-like materias. The Medallic was considered a high-

end skate at amid price range in 1986.

[97] Despitetheir initial success, as of 1990, moulded skates have mostly, if not exclusively,

been used at the recreationa level and ininline roller skates.®*

[98] Sincethe 1980s, manufacturers and devel opers of traditional lasted skates were definitely
aware of the need for morerigid and lighter skates.®® Thisissue will be further developed when
discussing the allegation of obviousness. Different types of material, such as synthetic leather,*®
ballistic nylon and more rigid material (surlin, composite), and/or reinforcement or structural parts,
such as hedl and ankle inserts made of injected plastic, were introduced. Lighter components have

also been used, such as the Tuuk blade.

® Thisis to be distinguished from the second generation of skates also discussed by Mr. Hall: Ken Hall, transcript, Nov.
24, 2009, p. 233, line 22 to p. 234, line 17 (in chief).

%t isto be noted that today there are till skates which are moulded in one piece: TX-79, p. 13.

® Blaine Hoshizaki, transcript, Nov. 3, 2009, pp. 126-132 (in chief).

% 1n 1987, the Micron Megawas the first skate entirely made without |eather.
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[99] Prior to 1996-1999, the rear and side portions of the traditional lasted skate boot were made
using two principal types of construction. The vast majority®” were made of a two-piece quarter
covering the heel and ankle up to about the height of (or just above) thefirst eyelet. On that base
layer (i.e. between the inside reinforcement and the overlays)® atendon guard made of one of
severd layerswould be either a) sewn with a straight stitch to the top of this quarter in an

overlapping fashion® or b) sawn side-by-side™ to the quarter with azigzag stitch.”*

[100] The second type of structure was not as popular. From the evidence presented it appears
that, up to 1997, it was used mostly by CCM. The basic structure or quarter was made in two or
three pieces.”” The quarters of these skates came up higher than in the aforementioned method
covering the area from the hedl to the top of the Achilles tendon of the skater. Asin the most
popular structure, the two or three-piece quarters were sewn using azigzag stitch. The following
skates provide good examples. the Rapide (TX-443), the Mustang (TX-444), and the Tacks 752 and
952 (TX-448A, TX-449). As described by Mr. Laferriere, these skates had either astraight or a
dightly forward-tilting profile.”® Most witnesses referred to this type of construction as having an

integrated tendon guard.

%7 See, however, in TX-456 where the piece of leather used for the tendon guard came below the second eyelet.

% On theinside of the quarter, one could add various types and layers of reinforcements or components; the last inside
layer being the lining. On top of the quarter, manufacturers or designers would include all kinds of overlays which had
some structural function, such as stabilizing the ankle or the hedl, or protecting the eyelets, etc. These overlays were also
included as decorative features since they provided an opportunity for displaying logos, which are important to branding
and promoting the skate manufacturer.

% For example, the Supreme 100, the Supreme 1000 (TX-148; TX-151). The size of the overlap varied but no examples
were provided of an overlap over oneinch.

™ Dr. Hoshizaki indicated that side-by-side connection of the tendon guard and the two-piece quarter were known.

™ For example, the Daoust 101 and the Daoust 501 (TX-450, TX-451)

2 Mr. Laferriére mentioned a four-part basic structure where there would be no quarter material on the heel and thisarea
would be covered by aleather piece directly sewn to the quarter.

" Michel Laferriére, transcript, Nov. 30, 2009, pp. 167-168 (cross).
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[101] Asthere was no agreement asto the genera type of skate under which one should classify
the CCM Champion 90 and similar SMUs, these skates will only be discussed in the section dealing

with obviousness.

[102] Originaly, roller skates were simply hockey or recreational skates built on achassis rather
than a blade-holder. They were thus moulded as well as lasted roller skates. Then, in the early

1990s, K2 devel oped the Softboot line of skates.

E. Easton Skates
[103] Asmentioned above, in 1997, Easton decided to get into the ice Skate business. Their first
skate was introduced in the market in 1998. They had hired Michel Laferriere from CCM, who had
vast experience in the development and manufacturing of skates, to help them in their conception of
such skates.” Until their 2000 line of Z-Air skates, Easton had adopted a construction similar to that
of CCM with atwo-piece quarter covering the rear of the skate from the hedl to the top of the
Achilles tendon fastened (or sewn) with a zigzag stitch (model D in P-14 below), and having either
adtraight or dightly forward-tilting profile. Since then, Easton has used the other basic types of

patterns” asillustrated in P-14 as follows:

" The letter of offer (TX-502) is dated April 1, 1997 and was signed by Mr. Laferriére on April 2, 1997.
% B, C and F —no example was provided with respect to pattern A or E.
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D) E ()
("]
[ Footnote added.]

[104] While Easton isdesigning or developing its skates, it outsources their manufacture (or most

of it)”” with the exception of custom made skates for professiona players.

[105] Startinginlate 1997 and continuing until 2003, Easton skates were assembled by Rock
Forest, acompany located in the municipality of Rock Forest (Sherbrooke), Québec.” Rock Forest

was a“turnkey boot maker for skates’ and, as such, its business was unique in North America.”

® Inthe physical exhibitsfiled, such as TX-354, the horizontal sewing line appears higher than depicted in model F.

" Marc Gagnon, transcript, Nov. 17, 2009, pp. 235-238 (in chief); Michel Laferriére, transcript, Nov. 30, 2009, pp. 52-
54 (in chief); P-14. See dso the discussion under Infringement.

8 Marc Gagnon, transcript, Nov. 17, 2009, pp. 254 (in chief); 291(cross); Ned Goldsmith, transcript, Nov. 19, 2009, p.
153 (in chief).

" Ned Goldsmith, transcript, Nov. 19, 2009, pp. 151-152 (in chief).
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[106] Rock Forest wasincorporated on February 22, 1994.%° At first, it manufactured cross-
country skiing boots and a small quantity of women’s winter boots, but later it started
manufacturing inline skates for Filaand Flite® Around 1997, Rock Forest started manufacturing

ice skates that were sold under various brand names, namely Igloo Vikski, Flite and Sherwood.®

[107] Therefore, at the time Rock Forest entered into arelationship with Easton, it was already
experienced in the skate manufacturing business. While it appears from the evidence that an
agreement was signed between Rock Forest and Easton, the contract was not produced at trial
because Easton could not find it.%* The details of Easton’s and Rock Forest’s contribution in the

making of Easton skates are discussed under the heading of infringement (see paras. 184-189).

[108] At the beginning of this commercia relationship, Rock Forest was only assembling Easton
skate boots and blade holders were affixed on the skates by a company in Mexico. However, about

two years |ater, Rock Forest started to mount the blades and produce finished skates.®*

[109] Then, in 1999, Easton started to move its production to Asia. Skates were manufactured by
Sakurai, a company operating in Chinaand Taiwan. Since 2004, Easton skates have been

exclusively manufactured in Asia® by Sakurai.

8 Corporate information (CIDREQ) regarding Les Chaussures Rock Forest Inc.; Marc Gagnon, transcript, Nov. 17,
2009, pp. 200-203 (in chief). The company was dissolved on March 7, 2007.

8 Marc Gagnon, transcript, Nov. 17, 2009, pp. 204-206; 217-218 (in chief); 282-283 (cross).

8 Marc Gagnon, transcript, Nov. 17, 2009, pp. 207-208; 217-220 (in chief).

8 Ned Goldsmith, transcript, Nov. 23, 2009, pp. 48-50 (cross).

8 Michel Laferriére, transcript, Nov. 30, 2009, pp. 89-90 (in chief); Ned Goldsmith, transcript, Nov. 19, 2009, pp. 152-
153 (in chief).

% |n that time period, other major companies started doing business with Chinese manufacturers (lower costs).
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[110]

A. The Legal Test

F.C.J. No. 1229 (QL) (Eli Lilly) at para. 87:

Before considering the allegations of infringement and invalidity, the
Court must construe the claims at issue in this proceeding. The
principles of construction are well-established. They are set out in

Free World Trust v. Electro Santé Inc. 2000 SCC 66, [2000] 2 S.C.R.

1024 (Free World Trust), and Whirlpool Corp. v. Camco Inc. 2000
SCC 67, [2000] 2 S.C.R. 1067 (Whirlpool). Since those decisions
were issued, much has been written by this Court on thistopic. Be it
sufficient to say that "[t]he key to purposive construction istherefore
the identification by the court, with the assistance of the skilled
reader, of the particular words and phrases in the claims that describe
what the inventor considered to be the "essential” elements of his
invention.” Asto the further details of what date the claims are to be
construed, using what criteria, what resources, through whose eyes
and what is made of the resulting construction, the Court adopts and
refersto paras. 32-48 of Justice Roger Hughes decision in Pfizer
Canada Inc. v. Canada (Minister of Health), 2005 FC 1725, 285
FT.R. 1

[Footnote omitted.]

[111] Asmentioned earlier, the * 953 Patent was published in March 1999.

B. Person Ordinarily Silled in the Art
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| will smply repest herewhat | said in Eli Lilly and Co. v. Apotex Inc., 2009 FC 991, [2009]

[112] Normally, it should not be difficult to define the person ordinarily skilled in the art, to whom

apatent is addressed. In this case, this became the subject of much debate, particularly because Mr.

Tonkel, who commented on the construction and the invaidity of the patent, had no experience

whatsoever in designing or manufacturing skates.
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[113] When asked by the Court to clearly define who would be the positain this case, therefore, to
whom this patent is addressed, Easton’ s counsel proposed the following definition:
* A skate boot pattern maker or afootwear pattern maker; and

» A skate designer or developer or afootwear designer or developer.

[114] Easton attempted to justify this definition by the fact that the skate industry was just a
gpeciaty in thefield of footwear and that thus, given the many similarities between the two
industries, afootwear designer such as Mr. Tonke could be a person to whom this patent is

addressed despite histotal lack of experience in that specific field.

[115] That said, in hisfirst report (D-14), Ken Hall states that the patent would be of most interest
to those who manufacture ice skates or roller skates and that he was one such person for many
years. He aso notes that the design of skates requires experienced pattern makers and that “even an
experienced designer, if not familiar with boot and shoe manufacturing,®® could easily create a
pattern which would not perform well in the rigorous conditions of use, which occur with ice

kates' &

[116] In hisrebutta report (D-20), Mr. Tonkel, defending his ability to comment on the patent and

its obviousness, notes that industrial designers are often part of a development group that includes

% |t isnot clear what this portion of the sentence means given that most skate developersin the industry at the relevant
time did not have experience in manufacturing boots or shoes, including Mr. Hall.
8 Ken Hall (Affidavit) D-14, para. 70.
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management, marketing, engineering, and manufacturing specialists. He notes that if he had been
asked to create a skate using the * 953 Patent at the time it was published, he would have been able
to determine at least what prior art the patent itself referred to. He would then have attempted to
create a skate using the information, what the patent taught him and, if required, the assistance of
otherstofill in any gapsin his specific knowledge of skates. He says that he could have done so;

indeed he would have done so, if required.

[117] Both expertsreferred to two or three recent examples of people who transferred from a shoe
company to a hockey company, such as: Kevin Leary, afootwear engineer at Reebok who
transferred to the Reebok/CCM hockey production division; Jeff Acheson, who had a senior
position at Bauer equipment design and development but moved to Reebok footwear, though it is
not clear if it was to work on skates or on footwear; and Stephanie Howard, an industrial designer
from Reebok athletic footwear who moved to Bauer Nike Hockey as design director. The other
most relevant transfersreferred to by Mr. Hall were Gerry Black, Malvin Loveridge, Michel
Laferriere and René Bourgue, who had all aready spent more than 20 yearsin the skate industry at

the relevant time.

[118] It isinteresting to mention that in his rebuttal affidavit (D-21), Mr. Hall notesthat Ray
Tonkel would have been a strong candidate to work as part of a skate design team and as part of a
design and development team to produce skates. Given his expertise, he would have been ableto
read the patent and use it along with the common knowledge in the field derived from looking at

other skates in the market and other footwear.
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[119] Dr. Hoshizaki, the only expert who dealt with thisissue for Bauer, opinesthat the posita
would have experience in developing or using skate boot patternsin the process of designing or
manufacturing skate boots. He notes that typically, in those years, these individuals may have
followed a course teaching the method and processes involved in developing or producing skate
boot patterns or they may smply have gained experience working with positas. The positawould
include those designing new patterns, devel oping existing patterns, commercializing devel oped
patterns or revising existing patterns. In cross-examination, it became clear that there were no
programs for skate pattern design. In fact, what Dr. Hoshizaki was referring to was that the most
experienced pattern designersin the industry had, years ago, taken courses in footwear pattern
design but such programs were not available anymore since Canada s footwear industry has beenin

decline.

[120] During thetrial, many of the witnesses described who worked in the various R& D teams of
the companies at the relevant time, be it CCM, Bauer, Daoust, Easton, etc. There was a so evidence

asto how patterns are devel oped and used.

[121] The Court should obviously be careful in defining the posita®, for the amount of knowledge
and experience required of this mythical person will have adirect impact on the common general
knowledge assumed to be available to such a person when construing the patent and ng

whether the claimed invention is obvious or could have been anticipated.

8 See al'so the comments of the Supreme Court of Canada on “ordinariness’ in Whirlpool Corp. v. Camco Inc., 2000
SCC 67,[2000] 2 S.C.R. 1067, 9 C.P.R. (4th) 129 at paras. 70, 71 and 74.
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[122] Considering the evidence asawhole, | have come to the conclusion that the person to whom
the * 953 Patent is addressed isin fact ateam or the following individuals working within a team:
« Anindustrial designer® with at least one year of experiencein footwear or hockey
skates who works as part of a skate design/devel opment team; ™ or
« Anexperienced footwear or a skate designer or developer™ who workswithin such a
team; or
* Anexperienced skate pattern maker or an experienced footwear pattern maker
working with people who have experience in the conception or manufacturing of

skates.

C. Common General Knowledge Principles
[123] Here, | only need to refer to general concepts described in the background at paras. 88-101
(excluding para. 100), aswell asthe common general knowledge discussed in the details at paras.
225-236, under obviousness. Although at the time the * 953 application was published there were
new skates on the market that would be part of the relevant common general knowledge, there was
no development that could have a significant impact here except for the additional focus given to

the overall weight of hockey skates.

8 The evidence was clear that, at the relevant time, industrial designers had started being included in skate
manufacturers design teams.

% The size of thisteam may vary but it must include at least a pattern maker as well as somebody knowledgeablein the
conception or manufacture of skates. Also, if the skate developer is not a designer he may need support with respect to
the “look” of the skate and to make the drawings (athough new design-aided softwares such as Corel were available by
then).



Page: 43

D. Analysis
[124] Onthe very first page of the six-page disclosure of the ‘953 Patent, one reads with regard to
the description of the field of invention: “[t]he present invention relates to a quarter for alasted
skate boot. It also relates to the skate boot comprising such aquarter.” | reproduce in its entirety the
short background of the invention for it has been the subject of much dispute:

The prior art quarter were consisting of many separate components.
A medial quarter 1 (figure 1) and alateral quarter 2 were
manufactured as separate parts. The rear extremities of these parts,
corresponding to the heel and ankle portions of the foot, were then
sewn together. A tendon guard 3, also manufactured as a separate
part, was finally disposed on the top end of the assembly. With such
aredlization, the rear part of the skate boot was provided with a
sawing line, presenting many disadvantages. For example, the
sewing line was difficult to realize when using rigid materias.
Moreover, the cambered shape of these e ements caused many
difficulties to realize the sewing line. Furthermore, the boot integrity
was considerably affected by the presence of asewing line at the rear
part of the boot, this area being subject to very strong congtraints.
This sewing line was subject to breaking, causing considerable
damage to the skate boot. During the assembly process, therewas a
high probability that the operator set together two similar parts,
instead of one medial and one lateral quarters, these parts being very
smilar. The quality control requirements were very strict, to ensure
that the sewing lines were exactly in astraight line. According to
prior art realizations, the tendon guard was a so placed over the
guarters, forming an overlap. Thisimplied additional use of material,
additional weight, etc.

Considering the importance of the quarter to produce a high quality
skate boot, there is a strong demand for an improved quarter.

[Emphasis added.]
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L1
i

The disclosure then mentions that it is thus an object of the invention to provide a quarter avoiding

the above-mentioned drawbacks (at p. 2, lines 1-2).

[125] Atp. 2, line 31, the disclosure aso provides that: “[a] skate boot provided with such a
quarter has a stronger heel portion, without any risk of broken sewing line. It isless expensive to
manufacture, with at least one sewing step eliminated. There is no necessity to add additional

material to protect the sewing line.”

[126] Thefollowing section entitled “ Objects and statement of the invention” reads pretty much
like the section entitled “ Detailed description of preferred embodiments’.** The word
“advantageoudly” is not particularly useful in that when one reads the disclosure with the claims; it
appears not to have been used in a consistent manner. For example, a p. 2, line 24,
“advantageoudly” isfollowed by a description of what is now included in claim 2, a dependent
claim on claim 1, thus not an essential element of claim 1. On the other hand, at p. 3, line 4, one

finds “[a] tendon guard is advantageoudly provided in the upper portion of the quarter.” Still, the

! Note dso that p. 2, line 9 starts with “[a]s embodied and broadly described”.
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experts (and the parties) agree that the presence of atendon guard as a separate piece attached in the

upper portion of the quarter is an essential element of claim 1.%

[127] Therearefivefigures; | have aready reproduced figs. 1 and 2 which go hand-in-hand with
the background and description of the advantages. | will aso reproduce figs. 3 and 4 which will

become useful when discussing, among other things, the meaning of a tendon guard.

[128] Thereareonly 7 claims, and all arein dispute.

[129] Claim 1 of the ‘953 Patent reads as follows:

A skate boot comprising asole, afront portion for enclosing a
wearer’ stoes, arear portion for enclosing awearer’ s heel and ankle,
and amedial and latera portion for enclosing the sides of awearer’s
foot, said rear portion and said medial and lateral portions
comprising:

- aquarter medial portion and a quarter lateral portion integrally
connected together in aone piece construction and being folded at a

%2t isthus difficult to understand why at p. 4, line 10 one would find: “[i]n avariant, atendon guard 20 is disposed in
the upper portion of the quarter”.
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symmetry line to form a U-shaped skate boot structure, each said
quarter portions extending upwardly along said symmetry line
defining a heel and ankle portion of said skate boot structure and
extending outwardly from said symmetry linein anarrowing profile
for defining both sides of said skate boot structure; and

- atendon guard secured to said quarter media portion and quarter
lateral portion at ajunction line in a side-by-side fashion thereby
resulting in said rear portion of said skate boot having an angular
profile defined by said tendon guard and said quarter medial and
lateral portions at said junction line.

[130] Although the word “lasted” is not found in the claim, the parties are agreed that a posita
would construe the claims to apply to lasted skates as mentioned in the disclosure (see para. 456 of

Easton’ s Representations). The Court, having considered the patent, is satisfied that thisis so.

[131] Clams2, 3,5 and 6 are al dependent on claim 1 and relate to the type of angle defined by
the quarter and the tendon guard. Claim 4 is dependent on claim 2, thusit covers the skate boot of
claim 1 with an obtuse angle comprising amedial foxing portion and alateral foxing portion in the
lower area of the quarters where the said foxing portions are sewn together after the said portions

have been shaped to form a curved hed profile.

[132] Claim 7 isanindependent claim. It covers a method for fabricating a skate boot comprising
the following steps:

e Cutting the one-piece quarter;

» Cutting atendon guard having alower edge;

* Folding the said one-piece quarter at a symmetry line to form a U-shaped structure;
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» Sewing the said lower edge of the said tendon guard to the said upper edge of the
one-piece element end-to-end to form a butt joint with such tendon guard defining
an obtuse angle with the said one-piece element; and

»  Sewing together the medial foxing portion and lateral foxing portion to form a

curved hedl profile.

[133] Thereissome dispute asto whether the order of these steps (particularly the third and fourth
bullets) isan essential element of this claim. Having considered the evidence, including that a posita
would recognize, at the time of its publication, that these steps could be done in adifferent order to
achieve the exact same result, in addition to the fact that these steps are not numbered in the claim,

the Court concludes that the order of these stepsis not an essential element of the claim.

[134] The Court aso notes that the method described therein does not apply to al the skate boots
covered by claim 1 for it includes the sewing of the foxing portions,® which is not mentioned in
clam 1, and islimited to skate boots having an obtuse angle at the rear, whereas there is no such

limitationinclam 1.

[135] The parties agree, and the Court concurs with their view, that at |east the following el ements
are essential to Claim 1:

* A one-piece quarter;

% Seefor example, Vapor XX (TX-248).
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* A separate piece caled the tendon guard attached to said quarter at ajunction line;
and
* Anangular profilein the rear portion of the skate boot defined by the tendon guard

and the quarter at said junction line.

[136] They disagree, however, asto whether the method of attachment™ of the tendon guard —in a
Side-by-side fashion —isan essential element. Also, there isadispute as to whether it is essentia
that the tendon guard be attached after the quarter has been folded in a U-shape. Finaly, Easton adso

disagrees with the meaning of “tendon guard” used by Bauer’s expertsin their reports.

[137] The Defendant’s experts had also initially raised issues with respect to many other terms
used in the disclosure and the claims, stating that they were ambiguous. For example, the
Defendant’ s experts took issue with the phrase “ many separate components” (p. 1, line 10), the
word “assembly” (p. 1, line 15), the referenceto “foxing”, the meaning of an “angular profile
defined by” (p. 2, line 21 aswell asin the claim), and the words “folded at the symmetry line” (p. 2,
line 14 aswdll asin the claim). This position was abandoned during final arguments, it being made
evident during these experts' testimonies (particularly during their cross-examinations) that, upon

further consideration, these experts ultimately understood what the inventor meant or referred to.

[138] Any concernsregarding the angular profile defined by the tendon guard and the quarter

seem to have been raised more as an issue relating to infringement by the Easton skates, for Mr.

*tisnot disputed that the means of attachment itself is not limited, i.e. sewing, gluing, etc.
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Tonke was clearly able to understand how an angle would be formed in the skate boot by the
patternsin fig. 2 (reproduced above) in the same way that he understood how the obtuse angle was
formed by joining the two quartersin the Snitzer Patent. Certainly this expert had no difficulty

finding an angular profile in the Champion 90.

[139] Finaly, with respect to the word “defined”, the Court accepts the evidence of Dr. Hoshizaki

that this would be understood as “formed” or “created”.*®

[140] The Court is satisfied that thereis no ambiguity with respect to any of theseissuesin this

claim when properly construed. Easton’ s alegation in that respect will not be discussed further.

[141] With respect to the other elements of the claim, particularly the attachment of the tendon
guard, Dr. Hoshizaki isthe only expert who opined that the method of attachment is not essential.
His opinion is based on the fact that, at the time of publication, it would have been obviousto a
positathat whether the tendon guard was attached side-by-side or with adight overlap would have
no impact on the formation of the angular profile or on therigidity or functionality of the boot. Dr.
Hoshizaki also referred to the fact that side-by-side attachment was not novel in skate construction
and the wording found at p. 4 of the disclosure, where it is mentioned that “[f]urthermore, the guard
is advantageoudly disposed side by side with the quarter. Thistype of joint avoids the formation of
any overlapping of the two assembled parts.” This, in hisview, describes a preferred embodiment or

avariant (line 10 of the same page).

% Blaine Hoshizaki, transcript, Nov. 4, 2009, pp. 67-71 (in chief).
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[142] Althoughitisclear that one should be careful not to use the disclosure to widen the
monopoly described in the claim, the Court has considered the disclosure to assess the opinion put
forth by Dr. Hoshizaki. In my view, the disclosure does not shed much light in that respect. In
effect, when describing the “ object and statement of the invention” one finds the exact description
ultimately found in claim 1 at lines 18-22 of p. 2. Also, as aready mentioned, the word
“advantageous’ (aswell as other expressions) does not seem to be used in aconsistent manner in
the disclosure which, with all due respect to the drafter, is not particularly well written.* On p. 3, at
line 5, one would expect to find the word “may” to describe how atendon guard can be partially
sewn to the upper portion of the quarter. However, the word “are”’ isused instead of “may” to

describe the connection between the tendon guard and the quarter.®’

[143] Having considered the wording of claim 1 and its dependent claims, and although it is
evident that the inventor knew at the time that the tendon guard could be attached in an overlapping
fashion, it isalso evident that he chose to limit his monopoly to tendon guards attached in a side-by-
side fashion at the junction line between the lower edge of the tendon guard and the upper edge of

the quarter.

[144] Incoming to this conclusion, the Court has considered Bauer’ s counsel’ s arguments based

on the Supreme Court Decision in Free World Trust v. Electro Santé Inc., 2000 SCC 66, [2000] 2

% Given that an application was filed the day after the Formulaire de divulgation d invention was signed and did not
include any claims, one could infer that there was some urgency.
9 The tendon guard and the quarter are connected side-by-side.
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S.C.R. 1024, 194 D.L.R. (4th) 232 (Free World) at paras. 55-57, but more specifically at para. 57.
At best, this passage can be construed as an agreement that there is a presumption created when a
positawould know that the elements under review would make no difference at the time of
publication. It cannot, in my opinion, be construed as meaning that the Supreme Court found the
third question in Improver Corp. v. Remington Consumer Products Ltd., [1990] F.S.R. 181 (Pat.
Ct.) to beirrelevant. Even if the Court were to apply such a presumption here it would not change

its conclusion on the matter.

[145] It isworth noting that it was not argued nor was there any evidence presented to establish
that if one wanted to use a straight line stitch instead of a zigzag stitch to attach the tendon guard in
a side-by-side fashion, thiswould necessarily imply ade minimis overlap (i.e. the amount required

to make the stitching). Therefore the Court did not consider this possibility.

[146] Turning now to the argument that it is an essential element of claim 1 that the one-piece
guarter be folded at a symmetry line to form a U-shape prior to the attachment of the tendon guard,
the Court does not accept Easton’s position. The Court understands that a positawould have known,
at the relevant time, that one could attach the tendon guard before folding the one-piece quarter into
a U-shape or after it has been so shaped without any impact on the invention. At best, as noted by
Mr. Beaudoin, the attachment could be made easier once the U-shape has been given to therigid

material of the quarter.
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[147] Thereference to folding the one-piece quarter in claim 4 does not inform the construction of
claim 1 given that it may well be an essential element of claim 4 to shape this portion before sewing
on the foxing portion as this would make the sewing operation of bringing together the two foxing
portionseasier. Claim 1 iswider than claim 4 in that respect given that it also covers skate boots

where the foxing portions are not sewn.

[148] Asfor clam 7, asaready mentioned thisis another independent claim which clearly does

not cover all the boots contained in claim 1 and it would be inappropriate to useit to limit clam 1in

any way.

[149] Thisleads meto thelast areaof dispute, which isthe tendon guard. Here, the Court must
consder the common genera knowledge of the posita reviewing the application aswell as any

gpecia technical meaningsin the art.

[150] Only two components of the skate boot are essential elements discussed in the * 953 Patent,
namely the quarter and the tendon guard. As Easton’s experts' views on the tendon guard are
essentially informed by their understanding of the description of the prior art in the background of

theinvention, it is appropriate to make it the starting point of my anaysis.

[151] The quarter isaterm of the art that appeared to raise no particular disputesin this case. As
indicated on p. 5 of the patent, it may be manufactured using different materials. For example, it

may be produced with a multi-layer composite comprising fibres, polymers and nylon. The prior art
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quarter referred to in the disclosure was made of two pieces sewn together and corresponding to the

heel and ankle portions of the foot (p.1, lines 12-13).

[152] Asmentioned when describing the background, it was commonly known to the posita that
there were two main types of construction for traditiona lasted skates: either with atwo-piece
quarter going up no higher than above the first eyelet or with atwo or three-piece quarter going

from the heel to the top of the Achilles tendon at the rear of the boot.

[153] Considering this general knowledge, the specific referenceto fig. 1 (reproduced above) at
p. 1, line 11 of the ‘953 Patent should confirm to the posita that one is dealing with the first type of
construction where, as mentioned in the disclosure and in claim 1, the quarter only coversthe hed

and ankle of the wearer.

[154] Otherwise, it would mean that the tendon guard of the invention, which isto be attached
side-by-side to the upper edge of the quarter, would, in aCCM Rapide for example, be affixed to
the top of the integrated tendon guard in that skate. Thiswould render the invention impractical and
meaningless. Thus, the Court cannot accept Mr. Hall’ s apparent assumption that fig. 1 could be used
to define or identify the prior art tendon guard in skates such as CCM’ s Rapide or Easton’ sfirst
skate or could be used to ascertain what piece in Easton’s later skates is the tendon guard described

in the patent at fig. 2 and in the claims.*®

% Hall (Affidavit) D-14, para. 23; Hall (Statement) D-15, paras. 50-51.
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[155] | will now turn to the second component that was the subject of much debate — the tendon
guard. We know, as mentioned earlier, from the patent that thisis a separate part that in prior art

redizations, was at the top end of the sewn quarter and was often overlapping the said quarter.

[156] The experts and factua witnesses, such as Mr. Laferriére, who was indeed a positaat the
relevant time, appeared to agree that generally the expression “tendon guard” would refer to all the
piecesin the area of the Achilles tendon.* It does not appear that the posita often turned his or her
mind to the question of whether a particular layer in that area, over another, would be viewed as the

tendon guard.

[157] It also appearsthat, generally, thisareaisin the top portion of the rear of the boot; athough
in many of the prior art skates'™ the tendon guard started below or at the first eyelet, there appears
to be no common understanding as to exactly whereit should finish. In his cross-examination, Mr.
Beaudoin indicated that in his opinion a separate part would no longer qualify asatendon guard if it

went below the cuff of the ankle.***

[158] Much was said about the so-called “explosions’ used by Bauer. These are gtrictly internal
documents. Recognizing that the Court (or the experts) cannot refer to extrinsic evidence to construe
a patent, Easton’s counsel argued that these documents could at least be used to corroborate the

views of their experts as to the common general understanding of a posita.

% Hoshizaki (Statement) P-1, para. 86; Beaudoin (Responding Statement) P-39, para. 35; Hall (Affidavit) D-14, para. 16;
Ken Hall, transcript, Dec. 7, 2009, p. 204 (in chief); Guy Beaudoin, transcript, Nov. 30, 2009, pp. 160-161 (cross).

190 See TX-456, TX-267 and TX-179.

101 See also Guy Beaudoin, transcript, Dec. 2, 2009, pp. 179-180 (cross).
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[159] Firgt, the Court cannot accept this argument and does not view these explosions as having
any bearing whatsoever on the determination to be made here, either in respect of the construction

of the patent or with regard to whether the Vapor 8'% embodied the invention.

[160] Second, Mr. Langevin madeit very clear, and this was not contradicted, that these
explosions were not prepared by the skate developers or pattern makers, but rather by the
production people for the convenience of the sewing operators. This view was corroborated by Mr.
Laferriere who went even further to say that these pieces could be given numbers or any name
whatsoever, so long as everybody understood each other while working on the production floor. Mr.
Laferriere made it clear that there was no uniform way of referring to piecesin the industry even
within one company. When asked by the Court how one would understand each other when two
colleagues from different companies communicated, Mr. Laferriere indicated that they would
usualy look at an actual skate to ensure acommon understanding. Thisisin line with Mr. Tonkd’s

evidence that, even in the footwear industry, companies refer to various parts by different names.’®®

[161] Thelack of precision in the nomenclature used by the various peoplein theindustry is
evident when one considers that Mr. Hall saw no problem in calling “overlays’ (pieces or
components normally added on top of the quarter) what one would usually refer to as“doublers’

(which protect the layers added inside of the quarter).’®* As mentioned earlier, there was also alack

1021t js worth noting that when the first allegedly infringing skate made by Easton came to market the Bauer Vapor 10

had replaced the VVapor 8.
103 Ray Tonkel, transcript, Dec. 1, 2009, pp. 277-278 (cross).
104 Ken Hall, transcript, Nov. 24, 2009, pp. 163-164 (in chief).
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of uniformity in the use of the term “upper” throughout the experts' testimonies and reports. Mr.
Chénevert used the French word “empeigne” as the correct trangation for “upper”,** however, this
word is defined in dictionaries as referring to the front portion of the foot rather than the rear and

side portions.

[162] All of thisisto show that there is no precise common technical definition for the term
“tendon guard”. From this evidence, the Court can only make findings asto the genera areawhere
it would be found and, to some extent, its function, which are clearly suggested by the termitself —

guarding or protecting the Achilles tendon.

[163] With thisin mind, the Court also considered the figuresin the patent which are there to
illustrate and help the understanding of the posita, in the same manner a skate would for Mr.
Laferriere. First, one notes that the shape of the tendon guard need not be the same asin the prior art
(fig. 1 versusfig. 2). However, what is constant is that in figures 2, 3, 4 and 5, the tendon guard of
the invention is attached, at junction line 21, directly to the quarter. Asto its height, although not
limited to what is described in the figures, fig. 4 certainly shows the tendon guard as being attached

below the second eyelet.®

1% Francois Chénevert, transcript, Nov. 16, 2009, pp. 59-60 (in chief).

1% The Court cannot accept Mr. Hall’ s views that the tendon guard is smply the part that goes over the top of the boot
(i.e. over thefirst eydet). Even in old all-leather skates (TX-456), the brown leather part that appears to congtitute the
tendon guard came down under the second eyelet. Certainly the Daoust 101, 501 and various Supreme models prior to
the date of the invention al had tendon guards that came below thefirst eyelet. Also, the angle of the eyelet facing may
change the height of the tendon guard relative to the eyelet without having areal impact on its size or function.
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[164] Also, with respect to the material used to manufacture the tendon guard, the patent is silent.
It was commonly known that tendon guards were often made of materials different from the quarter,
although thiswas not always true. All skate experts recognized that there were prior art examples
that were commonly and generally known where the tendon guard was made of the same material
as the quarter.” The Court does not accept Mr. Hall’ s view that once a positalooks at fig. 1 and
identifiesit as an illustration of the Supreme 5000, one would know that it is aleather-like piece and
this would somehow be sufficient to identify the tendon guard in other construction types and,
presumably, to exclude from the definition of tendon guard those made of the same material asthe
quarter, restricting it to aleather or leather-like synthetic polyurethane material .!®® Thereissimply

no such limitation in this patent.

[165] Easton'sexperts position isthat the tendon guard is the outermost piecein afinished skate
wheress, in their reports, Bauer’ s experts understood it to be attached to the base layer of the skate —

to be the piece that is directly attached to the quarter.

[166] The Court prefers the views expressed by Mr. Beaudoin and Dr. Hoshizaki in their reports.
In coming to this conclusion, | have considered among other things the responses they gave during
their cross-examination about the Rapide, Mustang or Easton skates (and on which Easton now

relies).

197 Beaudoin (Responding Statement) P-39, para. 35; Hoshizaki (Responding Statement) P-45, paras. 20 and 88; Hall
(Affidavit) D-14, para 69; see also TX-456; TX-41.
198 See paras. 48-51 of D-15.
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[167] The Court dso notesthat Mr. Tonkel (see para. 43(b) of D-17) appearsto have had, in his
mind, that atendon guard is not normally sewn side-by-side with a quarter and is made of different
material. Obvioudy, if thiswas his understanding, thisis not what would generally be understood
by aposita. In coming to that understanding he was clearly not aware of the fact that tendon guards
were sometimes sewn side-by-side in skates (see for example the Daoust 101 and 501, TX-450 and
TX-451 respectively). It also appears that his misunderstanding as to the meaning of “tendon guard”
may well have been influenced by his analysis of the Vapor 8 which was not part of the common

genera knowledge considered when construing the patent.

[168] From all of the above, the Court finds that the term “tendon guard” in the patent is not
ambiguous. It refersto the piece that is directly attached side-by-side to the quarter which covers the
hedl and ankle portion of the wearer’ sfoot, is made of any material and generaly coversthe area of

the Achilles tendon starting anywhere above the ankle cuff.

IV. Infringement

A. Burden
[169] Bauer hasthe burden of establishing on a balance of probabilities that Easton sold or made
skates that take all of the essential elements of at least one claim in the * 953 Patent (see Free World

at para. 68).

[170] Bauer seeksadeclaration of infringement with respect to two main skate construction

categories described in P-14:
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» Those skates where the piece which they alegeis a separate tendon guard is
attached side-by-side to the one-piece quarter (models A, E and F in P-14); and
* Those skates where said piece above the quarter is attached to the one-piece quarter

in an overlapping fashion (modd C in P-14).

[171] Also, Bauer has asked the Court to declare that the above-mentioned skates are infringing if:
» They were sold by Easton in Canada;
* They were manufactured by Rock Forest in Canada and sold by Easton in Europe;
» They were manufactured by Rock Forest in Canada and sold by Easton U.S. in the

United States.’®

B. Analysis
[172] Asmentioned earlier, the Court is not satisfied that the claims cover a combination whereby
the tendon guard is attached in an overlapping fashion over the one-piece quarter of the skate boot.
Thus, the skate modelsthat fall within category C in P-14 are not infringing asthey lack one of the

essential elements — the side-by-side attachment.

[173] With respect to the second category of skates, having considered the information included in

exhibit P-14, including a representative sample of the patterns used to make Easton skates included

199 At para. 1.0)(i) of the Fresh Amended Statement of Claim the plaintiffs alleged that Easton infringed by
manufacturing, using or selling to others, or inducing and procuring others to manufacture skate boots, including the
skate moddlsreferred to in para. 13 of the Fresh Amended Statement of Claim and that infringe upon the * 953 Patent.



Page: 60

in category F,*° the Court accepts the views of Dr. Hoshizaki that these skates indeed include a

one-piece quarter with a separate tendon guard attached in a side-by-side fashion.

P

&

_— —_— Rl

[174] The Court cannot accept Easton’ s experts’ views that the skate made using this pattern really
has alower quarter and an upper quarter as opposed to a one-piece quarter and atendon guard.

Calling adog acat does not change the beast.

[175] The quarter shown on the above-pictured pattern F clearly reads on claim 1. It enclosesthe
wearer’ s heel and ankle and in Easton skates it isfolded at the symmetry line to form a U-shaped

skate boot structure. The piece at the top is the tendon guard as this expression is used in the patent.

[176] The Court issatisfied that Bauer has established that the Easton skate boot has an angular

profile at the rear, defined by the tendon guard and the quarter at the “junction line”.

[177] Hereagain, the Court cannot accept Easton’s experts view that Easton skates have a curved

profileinstead of an angular one. Thisis another word game that is ssimply not convincing

191 respect of A and E, the Court was not provided with patterns nor was there any evidence that any of the skates
included in P-14 were made according to this profile.
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considering the evidence of Mr. Laferriére™ that Easton skates had a rearward angle formed at the
junction of the two pieces sewn horizontally. Furthermore, Easton’ s experts appear to have had no
problem identifying an angular profilein other skates, such as the Champion 90, which aso appears

to fit their description of “curved profile”.

[178] Astowhether the angle or rearward tilt in Easton skates, after 2000, was, as suggested by
Mr. Hall, defined by the injection moulded insertsin the skates, as opposed to the attachment of the
tendon guard to the quarter, the Court is convinced by Mr. Laferriére’ s evidence to the effect that he

M2 Mr. Laferriereaso

gave specific instructions to Mr. Maderspach about the specifics of the skate.
clearly said that, having provided for such an angle in the pattern, he had to change the plastic insert

in Easton skates to adapt it to the shape in the pattern.'*

[179] Thisanaysisissufficient to conclude that all the skates made using the F pattern (A and E,

if any) in P-14, and sold by Easton in Canada, are infringing. Schedule A providesalist of Easton’s

infringing skate models based on the information available to date.

[180] Thereisinsufficient evidence to determineif the sales made by Easton to European clients
constitute sales made in Canada. Therefore, the Court must treat all the skates manufactured in the
Eastern Township of Québec for salein Europe by Easton or in the United States by Easton U.S. in

the same category.

11 Michel Laferriére, transcript, Nov. 30, 2009, pp. 193-194; 202-204 (cross).
12 Michel Laferriére, transcript, Nov. 30, 2009, p. 116 (in chief).
13 Michel Laferriére, transcript, Nov. 30, 2009, pp. 191-193 (cross).
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[181] Thereisno dispute asto the law applicable to infringement by inducement and procurement.
In AB Hassle v. Canada (Minister of National Health and Welfare), 2002 FCA 421, 298 N.R. 323,
22 C.P.R. (4th) 1 and in MacLennan v. Produits Gilbert Inc., 2008 FCA 35, 67 C.P.R. (4th) 161,
389 N.R. 165 (MacLennan), the Federa Court of Appeal made it clear that a person who induces or

procures another to infringe a patent isitself responsible for infringement of the patent.

[182] To determineif Easton induced and procured Rock Forest, the Court must apply the
following test:

» Theactsof infringement must have been completed by the direct infringer — Rock
Forest;

» The completion of the acts of infringement must be influenced by the acts of the
alleged inducer — Easton; therefore, without said influence, the infringement would
not otherwise take place; and

* Theinfluence must knowingly be exercised by the inducer — meaning that the
inducer must know that hisinfluence will result in the completion of the acts of the

infringement.

[183] Pursuant to s. 42 of the Patent Act, the patentee has the exclusive right, privilege and liberty

of making or constructing the invention claimed. There is thus no need for the Court to look at claim
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7. In effect, the Easton skate boots made in the Eastern Township in Québec, using pattern F

(discussed above), clearly infringe claim 1. Thus, Rock Forest did infringe the * 953 Patent.***

[184] Having reviewed the evidence of Mr. Goldsmith, Mr. Laferriére and Mr. Gagnon,™ the
Court finds that Easton was fully responsible for the design and conception of its skates. For the
2000 skates, once the skates were conceived, the patterns were made by Peter Maderspach,™° an
employee of Rock Forest, and afootwear pattern maker with some experience™’ in skate pattern
making.™*® In this case, one could say that the development team included at least Mr. Maderspach,
Mr. Laferriere and possibly Mr. Wendey and Mr. Goldsmith. These patterns had to be approved by
Mr. Laferriere who supervised and controlled the work of Mr. Maderspach in this respect. Mr.

Laferriere did correct those patterns.

[185] ItisMr. Laferriére, an employee of Easton who worked in an office provided to him by
Rock Forest on its premises, who, as noted, asked Mr. Maderspach to ensure that there would be an

angle formed where the tendon guard was attached to the quarter so as to ensure arearward tilt in

14 Rock Forest ceased its operation shortly after the end of its relationship with Easton.

15 The Court preferred Mr. Laferriére’ s testimony regarding hiswork and his relationship with Rock Forest employees
when in direct contradiction with the testimony of Mr. Gagnon.

18 Mr, Laferriére testified that Mr. Maderspach was asked, for the 2000 Easton skates, to create patterns from the
drawings that Easton ordered from an external design firm, ADC (Michel Laferriére, transcript, Nov. 30, 2009, pp. 105-
116 (in chief)). Similarly, Mr. Goldsmith testified that Mr. Maderspach had prepared patterns for Easton (Ned
Goldsmith, transcript, Nov. 19, 2009, pp. 241; 297-298 (in chief)). However, this evidence was contradicted by Mr.
Gagnon who testified that Mr. Maderspach’ s job did not entail making patterns for Easton (Marc Gagnon, transcript,
Nov. 17, 2009, pp. 286-288 (cross)). | prefer Mr. Laferriere’ stestimony.

17 At Rock Forest, before they manufactured skates for Easton, Mr. Maderspach was in charge of doing the patterns. In
fact, he was provided with Mission or K2 skates and was asked to use them to produce identical patterns: Marc Gagnon,
transcript, Nov. 17, 2009, pp. 221 (in chief); 271-272, 285-286 (cross).

1811 fact, Mr. Maderspach was given his general instructions during a meeting with Mr. Laferriére and a representative
of ADC. Mr. Laferriere said that he later gave more specific instructions to Mr. Maderspach as to the height of the boot
and “where he needed to cut the parts [one-piece quarter]”: Michel Laferriére, transcript, Nov. 30, 2009, pp. 116-119 (in
chief).
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the boot. Even if subtle adjustments were made between 2000 and 2003, it is this pattern that was

used thereafter by Rock Forest up to 2003 for skates made on model F (of P-14).

[186] Itisaso Mr. Laferriére who then built the prototypes to determine whether or not the
patterns (so-called patternstrial) and the conception of the skates were satisfactory. Mr. Laferriere
also approved theinitia production on the assembly line for new models. He specified what
materials would be used for the different parts of the Easton skates while Mr. Lavoie, a Rock Forest

employee, was responsible for buying the materials.™*°

[187] Easton owned the dyes used to cut the pieces from which the Easton skates were assembled
at the Rock Forest facility. It is Mr. Laferriere who had anew ankle insert made to fit the new

patterns he had approved for the Easton skates made in 2000.

[188] Easton was clearly an important client for Rock Forest. Shortly after their relationship

ceased in 2003, Rock Forest sold to Easton its specialized equipment for skates at cost price.

[189] Although it is evident that Rock Forest had undertaken to deliver afinished product,'? the
price structure adopted was particular in that it was based on the cost of man-power and materials

plus 30%. This 30% included 15% for the fixed costs of the Rock Forest facility in the Eastern

19 Marc Gagnon, transcript, Nov. 17, 2009, pp. 241-242 (in chief); Michel Laferriére, transcript, Nov. 30, 2009, pp. 53-
54; 99-101 (in chief). The materials and quantities were listed on Bills of Materia (TX-314). Mr. Gagnon explained that
the Bills of Material were prepared by Easton while Mr. Laferriere testified that they were prepared by Rock Forest using
the information he supplied.

129 During the first two years they did not attach the blade and blade holder to the boots but did so after.
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Township. However, for the two last years of their relationship, the prices were negotiated; Rock

Forest wastrying to adjust its prices to those of its Chinese competitor for the same skate.

[190] If making a skate includes, as| believe it does, the conception of the skate boot, making and
adjusting the patterns and the prototypes and having dyes for cutting the pieces, there is no doubt in
my mind that Easton was directly involved in the making or constructing of the infringing skates

made at Rock Forest.

[191] That said, asthere were no arguments'?* madein that respect, the Court will focus more on
the allegation that Easton induced Rock Forest to infringe. The Court finds that Bauer has
established, on abaance of probabilities, that Rock Forest’s acts of infringement were influenced
by the acts of Easton and that, without said influence, such infringement would not have taken
place. The Court also notes that prior to making skates for Easton, Rock Forest had made low-end
recreational skatesaswell asroller skates. There is no evidence that but for its relationship with
Easton, Rock Forest would have made skates embodying the invention claimed in the * 953

Patent.122

[192] The Court has no hesitation concluding that Easton knew that its actions would result in

Rock Forest making boots which had a one-piece quarter folded at a symmetry line with a separate

121 Seenote 109. It is clear that the Plaintiffs alleged that Easton was manufacturing infringing skates.
122 Mr. Gagnon testified that, after Rock Forest stopped manufacturing skates for Easton, patterns were made by Peter
Maderspach by imitating Mission or Ferland skate models: Marc Gagnon, transcript, Nov. 17, 2009, pp. 298-299 (cross).
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tendon guard piece attached side-by-side to the quarter so asto form an angle at their junction line at

the rear of the skate boot.

[193] Thereisno evidencethat Rock Forest knew of the ‘953 Patent. However, thisisno
impediment to afinding that they infringed the patent for intention isirrelevant to the tort of
infringement. See Illinois Tool Works v. Cobra Fixations Cie, 2002 FCT 829, 221 F.T.R. 161, 20
C.P.R. (4th) 402 at paras. 14-17 varied on other grounds 2003 FCA 358, 29 C.P.R. (4th) 417, 126
ACWS (3d) 126 and Monsanto Canada Inc. v. Schmeiser, 2004 SCC 34, [2004] 1 S.C.R. 902, 239

D.L.R. (4th) 217 at para. 49.

[194] On the other hand, Easton knew of the * 953 Patent as of December 3, 2001, when they

received a demand letter from Bauer’s counsel (TX-597).%3

[195] Easton arguesthat it can only be found to have infringed if it had knowledge of the ‘953
Patent and in fact knew that the said patent was valid and infringed by the skates made at Rock

Forest.

[196] Counsdl for Easton referred the Court to severa decisions where knowledge of the patent
was mentioned™®* and would appear to have been considered as a prerequisite to concluding that a

party knowingly induced and procured.

123 This | etter was sent by fax on December 3, 2001 and the original was sent by registered mail.

124 1n Qater Seel IndustriesLtd. et al. v. R. Payer Co. Ltd. et al. (1968), 55 C.P.R. 61 (Ex. Ct.), President Jackett refers
to the knowledge of the direct infringer in ng whether he could have been induced. Obvioudly, this could not be
construed as meaning that this would have been a prerequisite.
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[197] The Court notes, however, that there is no case law stating clearly that one could not
infringe by inducement or procurement unless it knew of the patent. Certainly even the case law
referred to by Easton’s counsel does not require proof that the Defendant considered the patent valid
and infringed. Thiswould be an impossible burden to meet for a plaintiff. It would be easy for a

defendant to find an obliging lawyer.

[198] Counsd for Bauer mentioned that thisissue was argued before the Federal Court of Appeal
in MacLennan above and that the Federal Court of Appedl, after reversing the tria judge on another
issue, found the Defendant guilty of infringement by inducement and procurement without any
evidence or mention of his knowledge of the Plaintiff’ s patent. The Court has carefully reviewed all
the previous decisonsin that case and concludes that thereis no finding in that respect in any of

them.

[199] Itisimportant to consider that inducing or procuring another to make or construct a patented
invention is not atort distinct from that of infringement. If it were, it could raise the jurisdictional
issue alluded to by the Court in Diamond Shamrock Corp. v. Hooker Chemicals & Plastics Corp.

(1982), 66 C.P.R. (2d) 145, & p. 157-158, 15 A.CW.S. (2d) 440 (F.C.T.D.).

[200] Thereisthusno lega rationae for requiring an “intent to infringe” on the part of the inducer
or procurer. On the other hand, it is easy to understand why it would be required that the

inducement be done knowingly — deliberately. In effect, it would be unjust to find a party guilty of
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infringement by inducement if that party did not know that its actions would induce another to do

something that would later be held to constitute infringement.

[201] One can easily imagine cases where steps taken by a party could be misunderstood by
another or that actions could be done by mistake. For example, one could smply suggest adesignin
the course of ameeting leaving the decision asto the final conception of the skates in the hands of
one' ssupplier. In such a case, one may not know that the suggestion will induce the person actually
responsible for the conception to take steps that will ultimately be found to infringe. A direction or

suggestion could easily be misconstrued.

[202] If this had been the case Easton could argue that they did not know that their suggestion

would result in the infringing skate boots made at Rock Forest.

[203] To accept that thiskind of infringement must not only be done deliberately, but also with
knowledge of the patent isto create an unwarranted and unjustifiable distinction between companies
who manufacture their own products and those who choose to have them manufactured by others™®
according to their detailed specifications. In the latter cases, these specifications can only lead to

actionsthat will later be found to infringe.

12> Eqpecially smaller companies with fewer assets.
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[204] Mr. Goldsmith said that Rock Forest was quite a unique company. Bauer goes further to say
that not only wasit unique, but it effectively became the manufacturing arm of Easton.™® It is clear
that there was much more here than asimple contract of supply or purchase agreement. The
following passage from the examination in chief of Mr. Laferriére™’ |eaves one to wonder:

Q. Okay. So you spoke about some of the things that you provided to

Rock Forest; what, if anything, did Rock Forest provide to you?

A. Wdll, they provided the help | needed to ---

THE COURT: Manpower?

THE WITNESS: Manpower, yes.

THE COURT: Anything else?
THE WITNESS: An office, that’ s about it.

[205] Thiscaseisvery different and can be easily distinguished from all those referred to by
Easton’s counsdl. This has nothing to do with one party procuring or inducing another to use a
combination by procuring one component of the combination. Here, through Mr. Laferriere’s
involvement (aswell later asthat of Mr. Daniel Chartrand),*?® Easton was actually participating in

the making of the skates that are now found to infringe.

[206] Assuch, whileit isnot necessary to cometo aconclusion in the case at bar, it isworth
mentioning for future consideration that in England the courts applied the concept of infringement
“by common design”, anotion that also exists in Canada athough it has not been applied in the
context of a patent infringement action. In Unilever plc v. Gillette (UK) Limited, [1989] R.P.C. 583

(U.K.CA) at p. 609, Lord Mustill, then at the Court of Appeal of England, noted:

126 Final arguments, transcript, Jan. 11, 2010, pp. 198-204 (Mr. Guay).

27 Michel Laferriére, transcript, Nov. 30, p. 60, lines 5-15 (in chief).

128 Daniel Chartrand was hired by Easton in 1999. Along with Mr. Goldsmith, he was involved in the development of the
Z-Air 2001 skate.
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| use the words "common design™" because they are readily to hand,
but there are other expressionsin the cases, such as "concerted
action" or "agreed on common action” which will serve just aswell.
The words are not to be construed as if they formed part of a statute.
They al convey the same idea. Thisidea does not, asit seemsto me,
cal for any finding that the secondary party has explicitly mapped
out a plan with the primary offender. Their tacit agreement will be
sufficient. Nor, as it seemsto me, isthere any need for acommon
design to infringe. It is enough if the parties combine to secure the
doing of acts which in the event prove to be infringements.

Also, in such a context, knowledge of the patent would not be a prerequisite for afinding of

infringement.

[207] Obvioudy, effective knowledge of the existence of a patent can be part of the overall
circumstances one considers to determine whether or not a party deliberately induced another. In
this case, Easton, after acquiring knowledge of the patent in December 2001, took no action to

change its design or to make Rock Forest aware of the existence of such patent.

[208] Even more troubling isthe fact that Easton’s Chinese supplier unilaterally decided to change
the patterns used for Easton skate boots — adopting a two-piece quarter (see pattern B in P-14)
sometime in 2003."% We do not know why Sakurai had decided to change the patterns, the answer
given by Easton to an undertaking in that respect is given no weight as Easton never sought

Sakurai’ s explanation. Mr. Y ang, who was initially scheduled to testify, could have shed some light

on thisissue. We know, however, that they reverted to the one-piece quarter in 2004.

129 Easton argues that the change made by Sakurai to their 2003 model, using a two-piece quarter instead of the one-
piece quarter, was sold seamlesdy to consumers who did not notice this change. According to Easton, no saleswere lost
and in fact, salesincreased in 2003. The Court does not find this argument persuasive given that by that time they had
built brand recognition based on their 2001-2002 models. Thisis simply not a determinative point asto the value of the
invention to Easton. In any event, thisissueisto be determined at the referenceif it becomes relevant depending on the
€lection made by Bauer.



Page: 71

[209] The Court concludesthat in the very unique circumstances of this case, Easton isliable for
infringing the * 953 Patent in respect of all the skates manufactured at Rock Forest in accordance

with Mr. Laferriere’ s directions and specifications (pattern F in P-14).

V. Invalidity

A. Standard of Review and Burden of Proof
[210] For the reasons explained in Eli Lilly at paras. 349 to 369, the merits of Easton’s defence and
counterclaim will be assessed on the basis that the Defendant must establish, on a balance of
probabilities, any fact which by virtue of the Patent Act, or by any other law, rendersinvalid the

‘953 Patent, keeping in mind the applicable presumption asto its validity.

B. Anticipation
[211] Pursuant to paragraph 28.2(1)(a) of the Patent Act, “[t]he subject-matter defined by aclaim
in an application for apatent in Canada[...] must not have been disclosed [ ...] in such a manner

that the subject-matter became available to the public in Canada or elsewhere’.

[212] There was some dispute between the parties asto whether the relevant date hereis
September 4 or 5, 1997. Thereis no need for the Court to discuss this further given that it can have
no impact whatsoever on the assessment of the defence, which is based on events of prior use taking
place in the summer of 1997 and involves the common general knowledge and prior art available at

that time. The eventsrelied upon by Easton are the testing of the final iterations of the Vapor 8 by
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the Test League which is composed of employees and other persons all covered by a confidentiaity
agreement but which took place in apublic arena and at the Athlete' s Event where the Vapor 8
skate was tested by certain NHL players, in an arena closed to the public, for the purposes of
obtaining their comments and filming a video to be used by the marketing department at Bauer. Not

all those present had signed a confidentiality agreement.

[213] Inthefina arguments, Bauer argued that the Court should consider that all persons at the
Athlete's Event were in aspecia relationship vis-avis Bauer and had an implicit obligation of
confidentiality. Thereisagain no need to address thisissue further given that, for reasons described
below, the Court is not satisfied that Easton has met its burden of establishing that there was

sufficient disclosure at either event.

[214] In Apotex Inc. v. Sanofi-Synthelabo Canada Inc., 2008 SCC 61, [2008] 3 S.C.R. 265, 298
D.L.R. (4th) 385 (Sanofi) the Supreme Court made it clear that in order for anticipation to occur,
there must be afull disclosure of the claimed invention and, in that respect, no trial and error is

130

permitted (para. 32).

[215] It isacknowledged that there was no need to establish that any member of the public
actually saw the skates at either event. It is sufficient to establish that, in the circumstances, the

invention was made available to the public.

1301t js only with respect to enablement that some experimentation is permitted, see Sanofi at para. 33.
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[216] The Court must thus determine what information was made available to the public. It is
clear from the evidence that the skatesin question were not available for testing or dismantling by
anybody present, let alone any member of the public. The skates were only available for visua

inspection.

[217] Asnoted by Lord Hoffman in Merrell Dow Pharmaceuticals Inc. v. H.N. Norton & Co. Ltd.
(1995), [1996] R.P.C. 76 (H.L.) at p. 86 with respect to aprovision similar to the one applicable
here:

This provision makesit clear that to be part of the state of the art, the

invention must have been made available to the public. An invention

isapiece of information. Making matter available to the public

within the meaning of section 2(2) therefore requiresthe

communication of information. The use of a product makesthe

invention part of the states of the art only so far as that use makes
available the necessary information.

[218] Thereislittle evidence asto what information would be conveyed by avisua inspection of
the Vapor 8. The inventor was asked whether it was evident to him looking at the Vapor 8 with its
open-back design that there was a one-piece quarter. Obviously, Mr. Chénevert had information that
was hot available to the public looking at that skate in the summer of 1997. Mr. Langevin, although
clearly knowledgeable in skates at the time even if he was not a positain 1997, testified that he did
not know that the Vapor 8 had a one-piece quarter construction when he was in charge of the Test

L eague, even though there was no stitching at the back of the boot.*** The Court also considered the

evidence of Mr. Laferriere asto how he and Mr. Maderspach came to use the one-piece quarter in

31 Chris Langevin, transcript, Nov. 12, 2009, p. 83 (cross). This aso explains why he could not say if he had tested
prototypes with two-piece quarters against one-piece quarter.
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132 However, the Court must be careful with this evidence given that this took place

Easton peatterns.
years after the public showing in the summer of 1997 and at atime when Easton and Mr. Laferriere
were aware of the Vapor 8 and may well have done more than visually inspect this skate. In fact,
given the war on weight discussed by Mr. Laferriere, the success of the Vapor 8 when it was
introduced and itsimmediate use by alarge number of NHL players, it would be surprising that Mr.

Laferriere would not have been doing more than looking very closdly at this product of their

competitor.

[219] At bedt, thisevidence would indicate that one would have information about the one-piece
quarter, but this does not mean that one would have any information asto the other essential
elements of the claimed combination, such as the side-by-side attachment of the tendon guard or the
fact that the tendon guard would be a separate piece. Thisis especialy so when one considers that
the tendon guard in the VVapor 8 was of the same colour as the quarter. It is aso clear that one could
use the separate tendon guard attached in an overlapping fashion as opposed to a side-by-side
junction to get the same “look”. Moreover, thereis no evidence that one would not be led to believe
that the skate was done with asingle quarter going all the way up to the top of the Achilles tendon

(aswaslater donein the CCM Vector skate).

[220] To usethewords of Justice Aldousin Lux Traffic Controls Limited v. Pike Sgnals Limited,
[1993] R.P.C. 107 (Pat. Ct.) at p.132, which are quite apt to describe what the defendant had to

establish to succeed:

32 Michel Laferriére, transcript, Nov. 30, 2009, p. 97, line 23 to p. 98, line 20, p. 105, line 12 to p. 109, line 4, p. 110,
linel4top. 120, line 9, p. 121, line 3to line 12, p. 193, line 4 to p. 194, line 23 (in chief).
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In the case of awritten description, what is made available to the
public isthe description and it isirrelevant whether it isread. In the
case of amachineit isthat machine which is made availableand it is
irrelevant whether it is operated in public. A machine like abook can
be examined and the information gleaned can be written down. Thus
what is made available to the public by amachine, such asalight
control system, isthat which the skilled man would, if asked to
describe its construction and operation, write down having carried
out an appropriate test or examination.[**’] To invalidate the patent,
the description that such a man would write down must be a clear
and unambiguous description of the invention claimed.

[Footnote and emphasis added.]

[221] Again, what is claimed here isacombination of the e ements discussed above and the Court
is not prepared to conclude on the basis of the scant evidence before it that a visua inspection —
without dismantling the skate —would have enabled one to write down a clear and unambiguous

description of the invention claimed in the * 953 Patent.

C. Obviousness
(1) TheLega Test
[222] The parties are agreed asto the legal test applicable to determine if the invention claimed
meetsthetest set out in s. 28.3 of the Patent Act. The test is discussed in more detail inthe Eli Lilly

decision at paras. 413 and 414.

133 | that case, a prototype of the product embodying the claimed invention was made available on numerous occasions
to contractors over a5 month period. Those contractors were free to examine it and test it. It isrelevant to note that
earlier in his decision Justice Aldous had noted that “[t]hereis a difference between circumstances where the public have
an articlein their possession to handle, measure and test and where they can only look at it. What is made available to the
public will often differ in those circumstances. In the latter caseit could be nothing material; whereasin the former the
public would have had the opportunity of acomplete examination.”
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[223] Asnoted by the parties, and in particular Easton, the Supreme Court made it clear in Sanofi
at paras. 61-64 that no one test should be dogmatically applied to all situationsin considering
obviousness. This means that the oft-quoted test from the Federal Court of Appeal judgment in
Beloit Canada Ltd. v. Valmet Oy (1986), 8 C.P.R. (3d) 289, 64 N.R. 287 (F.C.A.) should not be
treated as though it were a statutory prescription limiting the obviousnessinquiry. It isaso clear that
the various criteria discussed by the Federal Court of Appeal in Janssen-Ortho Inc. v. Novopharm
Ltd., 2007 FCA 217, 59 C.P.R. (4th) 116, 366 N.R. 290 at para. 25, and particularly the climatein
therelevant field at the time the alleged invention was made, criteria which includes attitudes,
trends, prejudices and expectations as well as secondary factors such as commercial success and
meritorious awards, may still be relevant and are not inconsistent with the approach set out in

Sanofi.

(2) The Person Ordinarily Skilled in the Art

[224] The posita has already been described at paras. 112-122.

(3) Relevant Common General Knowledge

[225] On thebasis of the evidence produced, the Court cannot conclude that a positawould, in this
field, diligently review the patents in footwear or even skates in the normal course of events.

However, they would diligently keep up-to-date™* with respect to skates currently on the market

13 Several resources were available to the posita such as reviews (What's New! What's Hot! and Hockey Trades).
Catdogues were also widely distributed to the retailers and could be easily obtained well before skates were put on the
market. In addition, there were several trade shows.
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and would generally be aware of the current trends in the sporting goods industry, including athletic

footwear.

[226] Thereisno evidence that the Snitzer Patent or the Chin Patent were commonly known by

the posita at the relevant times.

[227] Mr. Laferriere—aperson who, as mentioned, was a posita at the relevant times (be it 1997
or 1999) —isthe only witness who was asked about the Snitzer Patent. Not only had he not seen the
patent, he had never seen such boots. Interestingly, this gentleman received hisinitial training in the

footwear industry in the United States in the 1960s.

[228] The Court is satisfied however, that a posita (himself or through histeam), at the relevant
times, would have commonly known at least the following lines of skates or skate models and he or
she would have been generally familiar with their construction:
» Lange-type moulded skates (these were still on salein Bauer’s 1996 catalogue
although not under the Lange brand, see at p. 11);**°
« Micron Medalic (moulded skate);**
¢ CCM Champion 90 aswell as some SMUs made on the same model but with

different logos,

1% These skates, aswell as thosein similar models, had articulated cuffs (or tendon guards).

1% This particular skate was popular in the mid 1980s. It is not clear whether it was till available on the market at the
relevant times and whether it would have been part of the common general knowledge of teams where the most
knowledgeable member would have less than 10-12 years experience in the skate industry. If not part of the common
general knowledge, this model would definitely be part of the relevant prior art available to the posita.
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» Bauer's Supreme line of skates (stitched boots or traditional lasted boots) starting
with the Supreme 100™ up to the 5000;*%

» Daoudt’sline of skates (stitched boot — traditional lasted boots) such asthe 101 and
the 501;"%°

* CCM Tacksline of skates (stitched boots or traditional lasted boots) such as models
752 and 952 (TX-448; 449);

* CCM Mustang and Rapide skates (stitched boots or traditional lasted boots) (TX-
444; TX- 443);136,138 and

* In-lineroller skatesincluding stitched and moulded boots as well as the K2 Softboot

skates.

[229] Inlight of the marked differencesin the expert opinions expressed and testimonies of factual
witnesses, such as Mr. Murphy, asto whether or not the Champion 90 is alasted skate, the Court is
not satisfied that it has been established on abalance of probabilities that the posita at the relevant
times would have commonly considered the Champion 90 or similar SMUs as |asted skates.
Certainly, it would not have been considered atraditional |asted skate or stitched boot. However,

thisfinding is not determinative of anything, for in my view al skates were relevant prior art.

137 Between 1997 and 1999, new skates came into the market; these would have been added to the common general
knowledge available. It isto be noted, however that although a catalogue for acoming year was availablein the fal of
the preceding year, it is not clear whether a positawould have general knowledge of the details of a particular skate's
internal construction prior to it being physically offered on the market.

138 These models do not show much more than the Tacks skate lines.
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[230] The posita (himself or through his team) would know the basic principle of patternmaking.
He or she would know that there were two basic ways to construct traditional lasted skates as
described earlier. He or she would aso know how to draw the patterns for the upper and lower

portion of partsintended to form an angle if one was required by the designer.

[231] Asmentioned, it would have been generally known that there were different ways to attach
atendon guard to the sewn quarters —with a straight stitch or zigzag stitch and in an overlapping or
side-by-side manner. It would have also been commonly known that if the tendon guard overlapped

the quarter, skiving would likely be necessary to avoid a shadow line.

[232] Additionally, the positawould commonly know that a part cut in one piece is stronger than a
part made of two pieces sewn without reinforcement. However, in light of Easton’s argument that
the claimed invention did not provide for astronger hedl portion based on Mr. Hall’ s testimony, the
Court cannot conclude that it would have been generally and commonly accepted that thiswould

have an impact on the rigidity of an assembled skate.*

[233] It was generally known that back straps of various widths and designs were used on
traditional lasted skatesto hide the sewing line at the back of the quarter and to protect it from cuts.
It was also known that many manufacturers used a strap as well as other means (such as glue) inside

the back seam to protect and reinforce it at least in performance skates.

139 | this respect, the Court refersto Mr. Hall’ s evidence and the evidence in respect of the reticence of Gerry Black at
Bauer to the use of aone-piece quarter.
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[234] It was generally known that skates could be built with a straight profile (or with adight
forward tilt) or arearward tilt (or abackward angle), depending on therigidity of the materials (of
all layers) used to make the tendon guard.** It was also known that one could also shape and cut the
tendon guard (in scallops or otherwise) or notch it to give it more flexibility. It was known that such
flexibility was required in order to accommodate the full extension of the foot while skating. This
was part of the biomechanics of skating that would have been commonly known and understood by
the posita. Also, the positawould have generally known about the biomechanics described in Dr.

Hoshizaki’ s paper which was published in the mid-1980s.***

[235] The Court does not accept Easton’ s argument that a posita would know that for aesthetic
purposes, a one-piece quarter could be used in a skate boot to avoid an exposed sewing line.** It
has smply not been established that thiswas generaly and commonly known. In fact, as of 1997,
the only instance where the back of a skate had been exposed for aesthetic purposes wasin the
CCM Tacks skates, and CCM chose to use a three-piece quarter to free the exposed area. Other than
the CCM Tacks skates, there is no evidence that a positareally turned his or her mind to thisissue.

Aswill be discussed later on, the Court is not even convinced that an open back ook of the type

used by Bauer was obvious.

1401t gppears that an angular profile was definitely required where rigid materials were used to make the tendon guard.
11 Hall (Statement) D-15, para4 and Schedule “A” to his report.

142 Also see Dr. Lafortune’ s evidence that in al his years at Nike he has never seen athletic footwear with a one-piece
quarter. He also testified that Nike tried to use a one-piece quarter in its athletic footwear but during testing it was found
to be too tiff. Although not emanating from a posita, this evidence rai ses doubts as to the weight to be given to Mr.
Tonkel’ s opinion that the one-piece construction was well-known at least in the athletic footwear industry (see Tonkel
(Statement) D-17, para. 3). No example of one-piece quarter athletic footwear was produced during thetrial.
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[236] Findly, it would have generally and commonly been known that the selection of abrand or
amodel by aprofessional hockey player, particularly an NHL player, was one of the most effective
ways of marketing on€e's product. It isfor this reason that companies such as Bauer, CCM and
Easton developed lines of skates starting with the high-performance and custom made skates that
could be worn by professional hockey players. These were then down-graded to obtain similar

looking skates at the mid and low-range prices.

(4) Climate in the Industry

[237] Weight reduction had been on the mind of ice skate manufacturers, particularly high-end
manufacturers, for many years before 1997, athough, as noted by Mr. Laferriére, what he described
as“awar on theweight” started in 1998 because of the particular focus put by Bauer when it

introduced its new line of Vapor skates.

[238] Asdated in Dr. Hoshizaki’ sreport (P-1) at para. 63, “[i]n order to decrease the weight of a
skate, there were essentially only two strategies available to design/engineering teams. The first
strategy involved taking away material and the second strategy involved using lighter materials.”
For example, one could use a lighter blade and blade-holder or a perforated blade or lighter
materials for the componentsin the skate to reduce the weight of the skate. The challenge, however,
was aways to maintain durability and high performance given that it was critical to maintain the

lateral stiffness of the skatein order to support the lateral forces applied by the skater.



Page: 82

[239] It was generally believed that the skating industry was quite conservative,**? in part because
their main marketing tool was the use of their skates by professional hockey players— NHL players,
who are themselves particularly conservative about the look of their skates. As noted by Mr.

Beaudoin, these players were “look adverse”.***

[240] Consumers, at the relevant time, did not view plastic skates as high-performance or high-

quality products.

(5) Prior Art
[241] Asnoted earlier, if any of the skatesrelied upon by Easton’ s experts were not part of the
common general knowledge, they would be part of the relevant prior art which would include all

types of skates. That said, the Defendant relies also on two specific patents.

[242] The Snitzer Patent relates to a waterproof walking boot although it also appears to be
applicable to ashoe'* (p. 1, lines 18-19). As the problem intended to be solved by thisinvention is
to make the boot (or shoe) waterproof, stitching is avoided (to prevent moisture from entering
through the holes formed by the stitches). On p. 1, lines 34-41, the invention is said to provide a
structure with a single-piece tongue and vamp combination and alower quarter that are cemented

together to form a complete upper. The use of an * upper quarter” appears to be optional. However,

143 Although in addition to the traditional black and brown, some shades of grey had been used and as of 1987 (with the
Micron Vega) some white overlays had been accepted.

144 Even white was found to be too wild for Wayne Gretzky who would not wear the skate designed for him by Nike and
Daoust unlessit was dl made in black. These conservative preferences are further evidenced by the fact that even when
the Vapor 8 was shown to some NHL players at the Athlete' s Event some expressed some reservation about the look of
the skate.

1> The claims appear to only cover boots.
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thisoption iswell illustrated in the patent. When it is used, the quarter is made in two overlapping
portions that are cemented. It is apparent from the patterns (figures) of these two pieces that when
attaching the lower edge of the upper portion of the quarter to the upper edge of the lower portion an
angleisformed. The so-called “rake” was defined by Mr. Tonkel as an obtuse angle at the back of

the boot made “to conform to the normal contour of anklesand legs’ (see dso p. 2, lines 50-56).

[243] The Chin Patent covers a one-piece moulded™*® rear part of a skate which covers the side of
the foot of the wearer as well asthe heel up to the top of the Achillestendon. It is made of various
thicknesses to define the heel and the fit of the inside of the foot.**’ Thisinvention is said to avoid
the costs and difficulties of sewing various pieces together. Although thereis no specific reference
to lasted boots, the description in the second paragraph of the disclosureissaid to relateto “a
traditional skate”, and appears to describe alasted boot although there is no reference to a toe box.
Degpite the scant evidence in that respect and considering the problem thisinvention seeks to reduce
or remove, the Court agreesthat it isreferring to atraditional stitched or lasted skate boot. In effect,
the inventor notes that “[t]he manufacture of the boot is rather expensive and requires agreat deal of
time because alarge number of sowing[sic] processes are required in order to combine the aforesaid
parts. The seams tend to tear, resulting in the parts detaching from one another, which reduces the

life of aboot.” 14

146 By injection or otherwise.

47 The trand ation provided for this German patent is not easy to read. In fact, it appears even more difficult to
understand, at least for the Court, than the 953 Patent. Neither of Easton’ s experts gave any explanation as to how they
construed the expression “the two hed leathers, and an external opposed section”. Presumably thiswould refer to the
quarter of the boot.

%8 See p. 1 of the Description of the patent (TX-577).
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[244] Also, considering that this patent is only for the rear portion of the skate boot, one could
reasonably infer that the invention is useful in reducing, among other things, a problem applicable to
the rear seam or to the seams of the back strap.**® Asthere are no details of the construction of the
traditional skate referred to in the patent, it could logically apply to the two types of construction
described at paras. 99-100, which had been used as of 1994. However, thereis no detailed evidence

asto how this patent would be understood by a positain 1994.

[245] Questions about the meaning of the tabsin figures 1 and 2 were the subject of an objection
because this issue was not discussed in Mr. Tonkel’ s reports. Considering the debate among the
experts regarding whether the Champion 90 is alasted skate, it has not been established to my
satisfaction that a positawould know from looking at these figures that it included alasting

allowance. It is noteworthy that the patent offers no explanation in that respect.

[246] The characteristics of the prior art skates have been described earlier with the exception of

the Champion 90 and the K2 Softboot itself (the part called “liner” in the K2 patent, see para. 87).

[247] The Champion 90 and similar SMUs were very low-end pond skates. The upper was made
of moulded plastic and was “ disguised” as atraditional stitched boot through the use of leather-like
trimmings, false fitching in the plastic, afase back strap aswell as different etching to simulate the
use of different materials on the quarter and the back strap. The parties were agreed that it was an

embodiment of the invention in the Chin Patent, however, the Court has some reservations in that

%9 The complete back strap, which would include an overlay on the tendon guard, if any.
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respect, given that it is not readily apparent from the various physical exhibits filed that the
Champion 90 did in fact incorporate the essential elements of the single claim which required
having an outer counter section with arelatively thicker section on its convex side (11) and each of

the hedl leathers (20) (presumably the sides of the quarters) having a protrusion (21).

[248] Asmentioned, given that the Champion 90 was on the market for years'™ before the
relevant date, it would have generally been known to the posita. It was not established, however,
that apart from CCM personnel who visited the manufacturers' facilities, the positawould have
known how it was assembled. Thereis no indication as to why a positawould have done an autopsy

of thislow-end pond skate.

[249] The K2 Softboot is made of atwo-piece lower quarter covering the hedl of the wearer,
which isthen sewn to alarge one-piece quarter covering the rest of the wearer’ sfoot. It isasewn
boot with no tendon guard. Although Mr. Tonkel described it asalasted boot, it was likened to a
sock by Mr. Hall.**! It is described as aliner in the K2 Patent. In TX-476a (tab 23), Mr. Langevin,
commenting on an unknown K2 model, wrote in 1996: “[s]ince the K2 resembles a stitched skate in

terms of performance|...]” (emphasisadded). Itisnot clear, if as mentioned by Dr. Hoshizaki, it

was hot considered as alasted skate boot at the relevant time. It is not useful to decide thisside
debate given that this boot is part of the relevant prior art and it does not add anything significant, in

my opinion, to the question of obviousness considering all the other skates known at the time.

130 Mr. Hall testified that the Champion 90 was created around 1990-1991. The original production of Champion 90 was
made in Taiwan but starting in the mid-90s, the skates were manufactured in China: Ken Hall, transcript, Nov. 24, 2009,
pp. 68-69, 229-230 (in chief); Ken Hall, transcript, Nov. 25, 2009, pp. 177-178 (cross).

31 Ken Hall, transcript, Nov. 25, 2009, pp. 266-267 (cross).
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(6) Inventive Concept
[250] Although the inventive concept isto be reviewed for each claim in dispute, the Court is
satisfied that this analysis should start with independent claim 1. It was agreed that if it isvalid,

there will be no need to look at the validity of the other claims.

[251] Theinventive concept in said claim 1 isthe combination of a one-piece quarter that covers
the hedl and the ankle of the wearer with a separate tendon guard attached side-by-side to the one-

piece quarter to make a skate boot with an angular profile formed at the point of attachment.

(7) The Differences between the Common General Knowledge and the Above-
Mentioned Prior Art and the Inventive Concept

[252] Therewas no traditional lasted or stitched skate boot with a one-piece quarter. Similarly,
there was no combination in any type of skate of a one-piece quarter with a separate tendon guard
let alone one where the tendon guard would be attached side-by-side to the said quarter in a manner

that creates an angular profile at the rear of the skate boot.

(8) Would the Difference be Obviousto the Ordinary Person Skilled in the Art?

[253] Mr. Tonkel opined that the invention would have been obvious when one considers

individually any one of the above-mentioned two patents or the CCM Rapide, Mustang, Tacks,
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Champion 90 skates or the K2 Softboot stylein-line skate.>* In hisfirst report (D-16), he notes for
example, that the aforementioned K2 Softboot is alasted boot that contains al the essential
elements of claim 1 of the ‘953 Patent except for the fact that the lower quarter is made in two

pieces. >

[254] Inhisfirst report (D-14), Mr. Hall focuses more on the CCM prior art skates— Rapide,
Mustang, Tacks— and the fact that for him,*>* the invention is simply changing the position of the
back seam on the CCM skates. Instead of two pieces sewn verticaly, it is now atwo-piece quarter
sewn horizontally. In coming to this conclusion, however, he appears to have had in mind the
embodiment of the invention in the Vapor 8 as opposed to the invention claimed per se. At the very

least, Mr. Hall misconstrued the meaning of tendon guard in the * 953 Patent.

[255] In hiscross-examination, Bauer’s counsel asked Mr. Hall why he does not refer at dl to the
Champion 90 in his said affidavit. In effect, athough at para. 73 of hisfirst report (D-14), Mr. Hall
appears to accept the description and comments of Mr. Tonkel with respect to the prior art he

reviewed, he did not include the Chin Patent and the Champion 90 in hislist of the said prior art.

[256] Despite Mr. Hall’s answer that one should not assume that he did not find them relevant,

one could reasonably infer from his conclusion at para. 73 and the fact that he gave little attention to

132 | jts argument, Easton added that thiswould be obvious, even using only what was commonly generally known.
133 Thisis obvioudy wrong and he conceded during cross-examination that there is no separate tendon guard in such
boot.

> Having focused so much on the Vapor 8, itisnot al that clear that his views are based solely on the * 953 Patent.
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the Champion 90 and the Chin Patent even in his second report, that originally this expert did not

find that the Chin Patent and the Champion 90 were making the invention obvious.

[257] Although Easton has presented exhaustive written representations on obviousness and the
Court has reviewed all of the evidence cited by it in detail, it is useful to refer smply to para. 219 of
their Reply Submissions, which appears to summarize their position.

[...] Easton does not take the position that the invention is obvious
merely by reason of its simplicity. The invention is obvious because
it was the only way to obtain an open design at the back of the skate.
It was obviousthat to achieve aminimally lighter quarter, not
splitting the quarters would achieve this since the strength of the
quarter would occur without recoupling. The invention is obvious
because it was virtually anticipated (except for overlap) by the
Snitzer Patent and since the change of a sewing line through the
quarters of prior art skates from vertical to horizontal resulted from a
mere pattern-making decision for aesthetic purposes.

[258] This sheds some light on the approach or reasoning of Easton’s experts. Thisisin linewith a
statement made by Mr. Tonkel during his examination in chief when discussing para. 47 of hisfirst
report (D-16) and the prior art he reviewed. On December 1, 2009 at p. 43, lines 15-24 of the
transcript, he said:

So | guesswhat 1'd like to say hereisthat if | was afootwear
designer being asked to specifically design a skate with
specifically an uninterrupted back-part look, | would look at the
Snitzer pattern as an option and just to clarify, when | say
"uninterrupted back-part look", I mean a back part that does not
have a vertical stitch running from top to bottom — from heel al
the way up to the top of the top line of the tendon guard.
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Certainly it can also explain, at least in part, why Mr. Hall was putting so much emphasis on the

look of the Vapor 8.

[259] The open back design referred to above is not an element of the patented invention, it is not
referred to at al in the ' 953 Patent. As such, the issue of design appearsto beirrelevant except in
that it may well be an implicit advantage of the patented invention that it allows a greater liberty in
terms of design choices given that it is not necessary to protect the rear seam. Certainly the Court is
not prepared to conclude, on the basis of the evidence in thisfile, that the patented invention isthe
only way to show the back of a skate. The one-piece quarter used in the CCM Vector (P-10) would
certainly appear to have the same advantage, as would the three-piece quarter used in the Tacks 752.
Mr. Tonkel was quick to mention that the open back design he was referring to isafull open back,
however, the one-piece structure of the Vector can also achieve this. Although not discussed at the
trial, it is certainly plausible that one could also achieve avery similar look with athree-piece
guarter having alarger rear quarter piece going further on the sides of the skate even with seams
sawn in adiagonal. Also, the Court heard no evidence asto why atwo-piece quarter with arear
sawing line could not be laminated or covered by another light sheet of materia, whatever it may

be, to make the seam invisible.*®

[260] That said, the Court understands that thisissue of designis put forth by Easton to explain
how the inventor came about the idea of using a one-piece quarter and that once thisideawas

formed by him or a posita, it would be obvious to any posita or to the inventor how to put it into

%5 Final arguments, transcript, Jan. 12, 2010, p. 373, line 16 to p. 376, line 9 (Mr. Guay).



Page: 90

practice. Easton’s counseal had the difficult task of arguing that the adoption of the one-piece quarter
was purely for aesthetic purposes and that it had no real technical value per se (inutility) while at the
157

same time explaining why Easton,™* Bauer and later on CCM all adopted the one-piece quarter

in skate models that did not have an open back.

[261] Intheend, said counsel had to admit that although it was primarily adopted for aesthetic

purposes, there was a dight cost advantage and aminor weight difference.*®

[262] Had it been established that Mr. Chénevert came about the aleged invention this way, this
would not in and of itself been areason to void the patent. The fact that the idea came from adesign
or look does not makeit obvious if the look or design itself was not obvious and the invention is
useful. During final arguments, counsel for Easton did mention that it may well be that this design

159

wasinventive.” He was right there because the Court has not been convinced on a balance of

probabilities that the design wasindeed obvious.

[263] That said this becomes somewhat irrelevant given that the Court is smply not convinced

that thisis effectively what happened.

156 Easton argued that it needed to keep the one-piece quarter in case it wanted to use the open back design in the future.
37 Not necessarily the combination claimed in the * 953 Patent.

%8 Final arguments, transcript, Jan. 11, 2010, p. 261, line 12 to p. 263, line 2 (Mr. Pratte).

3% Final arguments, transcript, Jan. 12, 2010, pp. 66-75 (Mr. Pratte).
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[264] Mr. Chénevert was a credible witness. He said that he started using the one-piece quarter

when working with the prototypes for a skate with an articulated cuff'®°

and after seeing loose and
overlapping back rear seamsin the autopsies he performed on numerous used skates and being
made aware of issues related to sewing the more rigid quarters that hewasusing. Hedid soin
February and early March 1997, that iswell before the date of the invention described in the

Formulaire de divulgation d'invention (TX-605a), namely April 2, 1997.

[265] Easton relies heavily on an answer given by Mr. Covo during the examination for discovery
(see D-19, Tab 100, question 458).*** Therein, Mr. Covo indicated that he thought that what led to
the devel opment of the single-piece quarter —the principal motivation —was to differentiate the
skate from anything that was out there and was part of what Mr. Chénevert felt was a new look. A
new look that would be perceived by consumers and hockey players as being completely new and
different. First, these were Mr. Covo' s views' and the evidence is clear that he had not spoken
with Mr. Chénevert since he left the organization.®® The passage in evidence lacks context and the
Court has no explanation as to how he came to this opinion. Certainly, Mr. Covo was not given an
opportunity to comment on this during his testimony at trial and this statement appears to be
somewhat qudified by all the other answers to undertakings referred to at para. 33 of Bauer’s Reply

Submissions (see particularly notes 38, 39 and 40). Easton had an opportunity to examine on

180 Frangois Chénevert, transcript, Nov. 16, 2009, pp. 61-62 (in chief). See also transcript, Nov. 16, 2009, pp. 36-37 (in
chief).

161 Easton’ s Read-Ins were not properly compiled in the volumes given to the Court. This became apparent when the
Court compared it to the electronic version of the evidence relied upon by Easton. Therefore, it did not prevent the Court
from properly considering all the evidence.

162 Mr. Covo was overseeing the development and research efforts of the VVapor Project and, as such, did not have a
direct involvement in many aspects of the Vapor Project: Ken Covo, transcript, Nov. 11, 2009, pp. 7-8 (in chief); 166-
167 (cross). As can be seen from internal documents found in the Chénevert’ sfile, he was sometimes only copied on the
correspondence: TX-473, TX-476a(Tab 12, p. 55).

163 Francois Chénevert, transcript, Nov. 16, 2009, p. 155 (cross).
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discovery the inventor and it gave no opportunity to Mr. Chénevert to comment and explain why his

testimony appears to be contradicted by this answer from Mr. Covo.

[266] In the circumstances, the Court gives more weight to the evidence of Mr. Chénevert on this
point. Having reviewed all the evidence, the Court concludes that the position put forth by Eastonis
no more than a possibility and that it is more probable that Mr. Chénevert had, as he testified,

adopted the one-piece quarter before he came up with his open back design on April 2, 1997.

[267] Some of my comments already address the other alternatives set out in para. 219 of Easton’s

Reply Submissions (see para. 257 above), but | will now look at those more specificaly.

[268] With respect to the allegation that the invention was smply a change for aesthetic purposes
of the orientation of the sewing line, the Court does not accept such argument asit does not accept
that the change was initially made for aesthetic purposes. Also, the evidence of Bauer’ s expert'®*
clearly indicates that the forces exerted on the horizontal seam are different from those exerted on
the vertical seam. The purpose of the seams appearsto be different given that the horizontal seamis
used to create the angular profile of the skate boot and to alow the full extension of the foot in this
construction.’® Also, if thiswere true, there would be no reason for Bauer, for example, to adopt
this congtruction in skates of its Supreme line as well as other skates with aback strap covering the

area at the rear of the boot.

164 See, for example, Beaudoin (Reply Statement) P-40, paras. 18-19.
165 The Court recognizes that this can be achieved by other means.
186 This was done before Easton came to market with its Z-Air skates (TX-482).



Page: 93

[269] Astothealegation that it was obvious to achieve aminimally lighter quarter by not
gplitting the quarters since the strength of the quarter would occur without recoupling, if anything
was obvious from the Rapide, the Mustang or the Champion 90, it appears to me that it would be

the structure adopted by CCM in the Vector skate (full one-piece quarter with an integrated tendon

guard).

[270] However, as| mentioned earlier, when CCM allegedly decided, for aesthetic purposes, to
show the back of their skates, thisis not what they did. Instead, and knowing full well that the
weight of the skates was an issue, they adopted the three-piece (and four-piece) quarters which
involved adding a strap inside these additional seams at least in the Tacks 752 (TX-448).%°” At that
time, CCM had to be intimately acquainted with the structure of all their skates, which included the

Rapide, the Mustang and the Champion 90.

[271] Finadly, with respect to the Snitzer Patent, the Court first notesthat it is not really convinced
that it would be part of the relevant prior art (as opposed to art found with the benefit of hindsight —
with knowledge of the claimed invention™®®). Secondly, even assuming that this patent is part of the

relevant art, it isnot clear that it brings much to the debate that is not already known in the field of

187 The Court could not ascertain that there were such strapsin the Tacks 952 filed as exhibit TX-449 (not cut open) but
itislikely to be so.

188 There is no evidence that Easton’ s experts carried out an independent search of prior art. Easton’s counsel provided
them, during a meeting in Toronto, with the Snitzer Patent, the Chin Patent and various skate samples, including the
Champion 90. However, it was established that the Snitzer and Chin Patents were located during the European Patent
Office search with knowledge of the invention. They were before the U.S. Patent Office who granted to Bauer similar, if
not identical, claimsto those in the ' 953 Patent. Certainly, it isinteresting to note (and in that respect the Court is entitled
to look at the file wrapper) that the American patent was issued after consideration of this prior art.
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skates per se. When asked by the Court what element the Snitzer Patent put into play — that was not
already covered by the Chin Patent or the Champion 90 — Easton’s counsel mentioned the rake.*®
However, as noted earlier, the Court believes that how to cut the patterns so asto create an angle at
the back of a skate boot, if one required such angle, would be part of the common genera
knowledge available to the posita.

170 that was not

[272] Infact, in my view, the Snitzer Patent does not provide any information
already available to the posita as part of the common general knowledge. It is particularly relevant
here to say again that the common general knowledge included the Lange, the Medallic and the

Champion 90.

[273] It was certainly difficult for the Court to reach a conclusion on obviousness because of the
simplicity of the invention and the fact that the devel opment work of Mr. Chénevert does not shed
much light in that respect other than that it showsthat it was not smply the result of an aesthetic

choice.

[274] Bauer suggested that the Court should give particular weight to the “ exceptional commercial

success’ of the Vapor 8 and its unusually rapid adoption by a number of NHL players.

1%% Final arguments, transcript, Jan. 12, 2010, pp. 14-17 (Mr. Pratte).
170 Although it may well have been the source of inspiration for the use of the words “lower” and “upper” quarters used
by Easton’s experts.
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[275] However, early inthetrial, the Court advised the parties that in even the clearest case, such
factor could not be determinative and that in this particular case, where the reasons for such success

were so hotly contested, it would not be wise to consider it at all.

[276] That said, there are other hard facts which speak louder or at least, in my view, asloud as
the contested opinions of Mr. Tonkel and Mr. Hall on thisissue, especially considering that the
weight of Mr. Tonkel’ s evidence was diminished by hislack of experience working with a skate
design or development team. Also, Mr. Hall relied too heavily on Mr. Tonkel’ s analysis except
insofar as his own conclusion that the matter was Ssmply a change in the direction of the seam

which | have already reected.

[277] Firstly, the most relevant prior art skates relied upon by Easton had been on the market and

were commonly known to the posita several years prior to the relevant date.*”* Moulded skates with
an articulated cuff, such asthe Lange, had been on the market and were commonly known for more
than 20 years prior to the invention whereas the Medallic was known for about 15 years and was not

very successful.

[278] Secondly, the changes required by the claimed invention did not involve expensive or
difficult changes in manufacturing methods or equipment to be used. Mr. Laferriére was very clear

in that respect that there were very few changesin the method used to manufacture Easton skates

171 Ken Hall, transcript, Nov. 24, 2009, p. 230 (in chief).
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between the 1998 and 2000 skate models.*"? Although initial problems were raised by Gerry Black
with respect to the manufacturing of the Vapor 8, these issues were quickly settled once the decision
was made to use the one-piece quarter. Clearer till isthe fact that when Sakurai changed, without
notice, the method used to manufacture Easton skates in 2003, they were able to instantly and
seamlessly switch back to the one-piece quarter from the two-piece quarter used in model B of P-14

in 2004.

[279] There was nothing holding a posita back from using a one-piece quarter except perhaps one

of theissues'" raised by Mr. Tonkel and Mr. Hall with respect to utility — larger pieces generally

tend to be more difficult to nest and create more materid waste.!™

[280] Inthat sense, as noted by Dr. Hoshizaki, using a one-piece quarter may be counterintuitive.

In hisview, thiswould militate in favour of inventiveness. That said, as evidenced by Mr.

» 175

Beaudoin’ s reaction to a question in this respect in cross-examination, this “assumption” =" would

not necessarily be made as a matter of course by a posita, in the mid-1990s when nesting machines

and nesting software were available.*"®

2 Michel Laferriére, transcript, Nov. 30, 2009, pp. 121-122 (in chief).

173 The other point raised by Mr. Tonkel, that it may be more difficult to last the back of the skate, is not supported by the
evidence of anybody with experience in skates. Certainly, this view appears not to be supported by the actua experience
at Easton and Baver.

i;‘s‘ See a0 the Agreed Statement of Facts, para. 4.

176 Guy Beaudoin, transcript, Dec. 2, 2009, p. 212, line 19 to p. 215, line 25.
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[281] Thus, if, as argued by Easton, the solution was there al along and was evident,*’ the
inventive concept, at least insofar as the use of asingle quarter is concerned, was never achieved in
traditional lasted skates before, even though it clearly does not, in retrospective, appear to be

complex.

[282] Thirdly, sincethe invention and the use of the claimed combination, all the major companies
have now adopted the one-piece quarter'”® in some of their skate models that do not have an open

back design, including Bauer.

[283] The only other element that needs to be discussed is the question of motivation. The Court
agrees with Easton that most of the problems expresdy described in the ‘ 953 Patent, such as
mismatching or difficulty with the seams, were not huge. Still considering the problem described in
the Chin Petent and the overall evidence before me, | am satisfied that there was some motivation to
find a better solution to these problems, and this for quite sometime. As noted by Mr. Beaudoin,
manufacturers were aways looking for better ways of producing or manufacturing their skates.
Finally, inasmuch as a posita would understand that the invention would have some advantagesin

reducing the weight of the skate, this also provided some motivation.

[284] Considering al of the above, the Court, has come to the conclusion that Easton has not met

its burden of proof with respect to its allegation of obviousness.

7 The same reasoning would apply to the allegedly obvious open back look.

178 1t is not disputed that the one-piece quarter was the novel element in this combination for traditional lasted skates. All
experts except Mr. Hall agree that this was certainly the essence of thisinvention, whereas for Mr. Hall, the side-by-side
attachment was the “thrust of the Patent” but one that, according to Easton, should have been obvious based on the prior
art referred to above.
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D. Lack of Utility
[285] Usualy the only thing required under the Patent Act isthat an invention be useful in the
sensethat it will work or operate or do what the specifications say it will do. It is not disputed that in
this case a posita could take the specifications and construct the skate boot described in claims 1 to 6

and use the method described in claim 7.

[286] The parties are agreed that there is no need to describe the utility of the invention in the
patent (Consolboard Inc. v. MacMillan Bloedd (Saskatchewan) Ltd., [1981] 1 S.C.R. 504 at 525-
526, 56 C.P.R. (2d) 145, 122 D.L.R. (3d) 203). There is also no dispute that the invention isindeed
useful adthough there is no agreement asto the magnitude or extent of such utility. In that respect,
the Court accepts Bauer’ s evidence that the one-piece quarter creates an opportunity to use different
reinforcements™”® or less reinforcement and to use different materials such as the rib shaped quarter
material of the Vapor XX, thereby resulting in an opportunity to lessen the weight of the skate

overall 1

[287] However, Easton saysthat if the patentee chose to extol certain advantages of itsinvention
in the disclosure, it promises such results. According to Easton, the promises made in the * 953

Patent are not met. Thisis the basis of their attack.

1 guch as a one-piece doubler.

180 Although this may not have been fully appreciated (and need not be at law) by the inventor at the time application
wasfiled. Mr. Chénevert did say that he and some other members of histeam in St. Jerome knew that his concept had
real value for future development (concept “porteur”: Frangois Chénevert, transcript, Nov. 17, 2009, pp. 24-25 (cross)).
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[288] Asnoted by Justice Roger Hughesin Pfizer Canada Inc. v. Canada (Minister of Health),
2008 FC 500, 326 F.T.R. 88, 167 A.C.W.S. (3d) 984 (Pfizer), who relied on an excerpt of Professor
Blanco White, the concept of utility may overlap with those of insufficiency and misleading

representations under s. 53(1) of the Patent Act.

[289] Itissettled law that results or advantages included in the claims must be met. Smilarly, in
the context of selection patents where the advantages described are really the basis upon which the
patentee is given the right to monopolize a substance or product aready covered in aprior patent as
part of alarger group of substances or products, the inventor will be held to its promise (Ratiopharm

Inc. v. Pfizer Ltd., 2009 FC 711, 76 C.P.R. (4th) 241, 350 F.T.R. 250 (Pfizer (2009)).

[290] According to Easton, the same rule applies to all other promises made. Bauer submits that
the rule should not be applied as strictly to a ssmple description of the benefits of theinventionin
the disclosure of apatent like the * 953 Patent. In that respect, it relies on Canadian Patent Law and
Practice, 4th ed. (Toronto: Carswell, 1969) at 152-154, where the author, H.G. Fox, notes that:

But a distinction must be drawn here between a case where a
patentee claims a result and bases his claim for a patent on the
production of that result, and a case where a patentee merely points
to certain advantages that will accrue from the use of hisinvention.
In the former case failure to perform the promise of the
specification isfatal to the patent. The actua production of the
result claimed is of the essence, and if that result cannot be
produced then the patent is void on the theory that it was based
upon a false suggestion and the Crown has been deceived of its
grant.

[..]
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In the second class of case, however, the patentee does not base his
claim to protection on the promise of aresult but merely pointsto
advantages to be obtained. The failure to obtain those advantages,
while by no means an irrelevant circumstance, is not necessarily
fatal to the patentee. This principle was enunciated by Parker J. in
Re Alsop’s Patent: “Further, there may be cases in which the
result which the patentee claims to have produced can in fact be
produced, but the patentee has gone on to detail the useful
purposes to which such result can be applied, and that in fact the
result produced cannot be applied to one or more of such purposes.
In such acase | do not think the patent is necessarily void,
provided there are purposes for which the result is useful .”

[Emphasis added; Footnotes omitted]

[291] Thereisnorea vauein discussing the other case law referred to by the parties given that it
does not add much. Thisis especialy so since, whatever rule applies, one must consider the

evidenceto determineif thereisindeed such an issue here.

[292] Before doing s0, asthis may not have been fully appreciated by Easton’s experts, it isworth
mentioning that the benefits disclosed do not need to be great; even avery modest contribution or

improvement over the prior art is sufficient.

[293] Thefirst step isfor the Court to construe the advantages described in the disclosure. Again,
the Court will consider the “ promises’ through the eyes of the posita and with the benefit of the

common general knowledge available to him or her at the time of publication (Pfizer).

[294] Asnoted earlier, when reviewing the language of the * 953 Patent, the inventor states at p. 2

of the patent that the quarter will “avoid the drawbacks’ discussed in the background.
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[295] Thismeansthat it will avoid the following: @) possibility of mismatching the lateral and
media portions of the quartersin apair of skates (p.1, lines 23-26), b) difficulty experienced in
sewing rigid materiasin the back seam (p. 1, line 17) and c) breaking of the sewing line at the rear

of the boot (p. 1, lines 19-22).

[296] Inthe same vein, at the bottom of p. 2, the inventor states that “[a] skate boot provided with

181 without any risk of a broken sewing line. Itisless

such aquarter has astronger hedl portion,[
expensive to manufacture, with at least one sewing step eliminated. There is no necessity to add

additional materia to protect the sewing line” (footnote added).

[297] Ascan be seen, dl thisrelatesto the fact that with a one-piece quarter, one would avoid a
sewing line at the rear of the skate. From the last sentence, which relates to the need to add
additional material, a positawould understand that the inventor is referring to the back strap, which
can be of different widths used on all skates with arear seam, as well asthe strap, or other materias
such as glue, that was added by some manufacturers inside the rear seam to protect it (such as

Daoust™®).

[298] The same representations are found on p. 4 of the patent dealing with the preferred

embodiments. However, thistimeit is “the skate boot, according to the invention” which issaid to

181 Mr. Beaudoin defined the “heel portion” as being the area located at the rear of the boot which extends from the base
of the outsole to about two inches from such outsole: Guy Beaudoin, transcript, Dec. 2, 2009, p. 199 (cross).
182 Guy Beaudoin, Dec. 2, 2009, transcript, pp. 30-31 (in chief).
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avoid the drawbacks. This, in my view, putsinto play the comments in the background made with
respect to the tendon guard of the prior art. More particularly, that atendon guard attached in an
overlapping fashion requires “ additional use of material, additional weight, etc.” Based on the
evidencefiled, this“etc.” isdirected at least at the need to skive to prevent a shadow line and, as
noted by Dr. Hoshizaki, it may refer to the fact that with skiving the material becomes thinner at the
point of connection which often resultsin aweaker connection that could be subject to failure.

Thereis no dispute that this advantage is real although it was described by Easton as quite minor.

[299] Findly, still on p. 4 at lines 26-29, one finds the same description as at p. 2 starting at line 31
(see para. 296 above). Thistime, however, it is specified that it is the preferred embodiment “this
improved skate boot” that presents those features. This makesit clear that these benefits should

apply to the variant where the foxing areaisjoined with a sewing line.

[300] The evidence and the arguments presented with respect to the description of the risks or
problems in the background should, in my view, be reviewed under the heading of mideading
representations for they are not truly and strictly relevant to interpreting the “ promises’. Whatever

problems existed, big or small, the inventor says that his improved skate boot will avoid them.

[301] Aswill be explained in more detail in the section dealing with misleading representations,
the Court is satisfied that there was, at the time of the invention, an issue with respect to matching
the portions of the quarter pieces of a skate boot. The solution provided by the one-piece quarter is

superior to the solutions used in the industry up until then, for it is not subject to human error.
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[302] Also, if, as described in the background, there was an issue with the sewing of cambered
quarters made of rigid materias, there can be no controversy that a boot with no rear seam would

meet that promise aswell asthe promise of avoiding the risk of a broken seam.

[303] Easton’'sexpertsfocussed on the fact that the patent also covers skate boots where the ends
of the foxing portions would be sewn. According to them, in such an embodiment, if indeed there
was a problem with sewing rigid materias, that difficulty, aswell astherisk of abroken seam,

would not be avoided.

[304] Mr. Hall dso challenges the assertion that the heel of the boot with a one-piece quarter
would be stronger because, he believes, the reinforcements used in the two-piece quarter
construction would minimize the impact of a stronger one-piece quarter in afinished skate. The
contrary view was expressed by Bauer’ s experts who also performed some tests to corroborate their
position.*®® Also, one should recall that according to Bauer, the advantage of the stronger heel was

to create an opportunity to reduce the amount of reinforcement inside the quarter.

[305] Finaly, Easton’'s experts disagree that the cost of manufacturing a boot with a one-piece
guarter would be reduced because of the material waste involved and the fact that some overlay

would be required to cover the zigzag stitch used to attach the tendon guard in a side-by-side

183 The skate chosen was the one for which the material and equipment were still availablein St. Jerome.
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fashion. There was also an issue as to the length of the stitch required to attach the tendon guard

versus the length of the stitch saved in the one-piece quarter with sewing in the foxing area.

[306] The main problem hereisthe probative vaue of the evidence put forth. This may also have
been apparent to the parties because Easton argued from the start that Bauer had to present the Court
with evidence supporting the promises made in their patent. Meanwhile, Bauer said that the burden
of proving that the promises were not met was on the party seeking to invalidate the patent. Given
my comments at the beginning of the section on invalidity, it is clear that Easton bears the burden of

persuading the Couirt.

[307] Thereissufficient evidence to establish that there was “some” issue with the breakage of the
rear seam. However, the evidence with respect to the broken seamsis vague in that nobody clarified
where exactly along that seam this would happen. Asto the difficulty in sewing the rigid material,
Mr. Chénevert noted that this operation required strength to aign the materia and that the pieces
were overlapping (during manufacturing or during use) thereby creating a weakness and avoid
between the quarter material and the inner reinforcement. According to Mr. Laferriere, it wasin part
to avoid such overlapping that aback strap was used inside the back seam. It appears to have been
used from top to bottom. There is no evidence that Bauer or Easton used a back strap on the one-

piece quarter with aseam in the foxing area.
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[308] The bottom part of the seam in the foxing area would be stitched, glued and/or nailed under
the boot during lasting.*®* It is thus difficult to imagine that this portion would be subject to failure
or how overlapping would create an issue. Also, as noted by Dr. Hoshizaki, with a one-piece
quarter, the foxing portions are already in position. Moreover, he believed that it would likely not be
necessary to use heat to sew them whereas this was commonly doneto do afull rear ssaminrigid
material .**> Common sense would also suggest that whatever portion of the seam remains over the

sole would be strengthened by the fact that the quarter right above it isin one-piece.

[309] Inthiscontext itisdifficult to find that there would be, as a matter of fact, arisk of abroken
seam. Thisis especialy so when one considersthat Mr. Hall’s main point is that there was no

significant problem with the back seam asawhole. To this, he smply added that if there had been

problems with breakage in the hedl area, such problems would still exist in an embodiment with a

seam in the foxing portion.*® It would be quite ironic to invalidate the patent on the basis of such

evidence. In the absence of more convincing evidence, | am not prepared to do so.

[310] Turning now to the issue of the stronger heel® portion, the Court has considered Easton’s
arguments with respect to the tests carried out by Mr. Langevin and Dr. Hoshizaki. However, the

Court cannot avoid noting that Mr. Hall’ s opinion is not substantiated by any tests despite the fact

184 See D-5 and D-6 which evidence lasting margin aswell as the video filed as TX-581.

185 Blaine Hoshizaki, transcript, Dec. 4, 2009, p. 200 (cross).

18 Hall (Affidavit) D-14, paras. 20 and 31.

187 Although the Court tried as much as possible to ensure that explanations given by reference to aphysical exhibit be
described in words, this was not always well done. The area of the hedl has been described in many ways but, having
heard and seen what was shown to me by the witnesses, | prefer to refer to TX-582b where one can readily seethe
difference between the hedl (the portion at the back and sides of the rear of the boot where there is a narrowing) and the
ankle areathat is not only dightly higher but more to the sides at the rear of the boot. Blaine Hoshizaki, transcript, Dec.
4, 2009, pp. 74-76 (in-chief).
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that he agreed that he could have designed tests to do so. Thus, even taking the tests done by Bauer
with agrain of salt, the Court is not able to conclude that Easton has established, on a balance of
probabilities, that there is no such structural advantage to the one-piece quarter. Thisisespecialy so
when one considers that Mr. Hall’ s view even contradicts, to a certain extent, the position taken by
Mr. Goldsmith.® In fact, Mr. Goldsmith acknowledged that the one-piece quarter had some value
given that one would have to re-coupl e the quarters and put some reinforcement to strengthen the
seams in order to retain the same rigidity or strength.*®® Easton itself was not willing to take the risk

of changing its one-piece quarter to atwo-piece quarter without proper testing.

[311] Mr. Goldsmith acknowledged, during his cross-examination, that there are some

manufacturing expenses directly related to going back to atwo-piece quarter. He said “it’s not huge

but it's something” .**

[312] Despitethis, the Court looked particularly closely at the evidence with respect to the

| 190

manufacturing costs because, as mentioned, Mr. Hall ™" still maintained that the promise madein

the patent isincorrect and the approach described"®* too simplistic if the inventor meant to say that

188 See Ned Goldsmith, transcript, Nov. 23, 2009, p. 243, line 22 to p. 244, line 2; p. 248, lines 10-24; p. 267, line23to p.
268, line 2; p. 278, line 25 to p. 279, line 2 (cross). Ken Hall, transcript, Nov. 25, 2009, p. 143, line 15 to p. 144, line 25
(cross).

18 Ned Goldsmith, transcript, Nov. 23, 2009, p. 281, line 14 to p. 283, line 5 (cross).

1% On thisissue, the cross-examination of Mr. Tonke confirmed again that his opinion isto be given little weight at least
with respect to the fact that there would be no need for an overlay in an overlapping tendon guard/two-piece quarter
construction. In light of the general admission in para. 4 of the Agreed Statement of Fact, his opinion with respect to
wasted material was not particularly useful except that it indicates that this factor would have lessimpact in mid to low-
price skates because of the lower quality (and cost) of the materials used to make them.

191 One less sewing line and no need to protect the rear seam.
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192

the overall cost of manufacturing a skate boot embodying the invention (skate boot 1)~ was less

than the cost of making a skate boot that would not (skate boot 2).

[313] More particularly, according to Easton’ s experts, with skate boot 2, one would save on the
quarter material asit is agreed that generally there is more waste in cutting a one-piece quarter given
that larger pieces are more difficult to nest. Also, there would be no need for an overlay on aside-
by-side overlapping connection (likein fig. 1).** Thiswould result in two cost reductions: the cost
of the overlay itself and of the additional sewing operation. After comparing the length of the
horizontal and vertical stitchesin skate boots 1 and 2 (with sewing in the foxing line)***, Mr. Hall

opines that the cost of skate boot 1 would likely be more than the cost of skate boot 2.

[314] Mr. Hall does not explain why he does not talk about the cost of skiving, an operation which
he agrees was commonly done in construction with an overlapping tendon guard (if leather-like or
thick material was used). Nor did he include any cost with respect to the inside back strap or other
material often used to protect the inside of the rear seam. It is not clear whether he had them in mind

when he prepared his report.

[315] The Court understands Bauer’ s position to be that one cannot rely on the approach taken by
Mr. Hall. If oneisto start counting the stitches, one must do a proper cost/benefit analysis which

would take into consideration labour costs and productivity.

192 particularly the variant with a sewing line in the foxing area.

198 Obvioudly, as mentioned earlier, thiswould not apply to variants where, likein other prior art realizations, the side-
by-side connection was used.

194 Additional sewing of an overlay at the back of the skate (back strap) would also be involved but it would allegedly be
shorter.
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[316] Thereisno mention of how much wasted quarter materia isinvolved here. It istherefore
difficult to understand how one could reach any opinion without thisinformation. Mr. Hall does not
explain how he came to believe that thiswould significantly impact the cost. In fact, considering the
comments of Mr. Beaudoin in that respect and Mr. Hall’ sreference to his experience back in the
mid-1990s, the Court isfar from convinced that any of the experts had any real idea asto the

amount involved.

[317] Dr. Hoshizaki aso contested the assertion that no overlay would be used to cover the
straight stitch attachment, because the use of overlays hereis primarily driven by the “look™ or
design of the skate.**® Also, it is not clear when one examines the physical exhibits, for example
Easton skates with an overlapping construction (modd C in P-14), that with the new type of
material used one could have the finished look required for an exposed overlapping connection
without the need to do something more.**® Certainly, the proposition of Mr. Hall is somewhat
contradicted by what one finds on Easton’s own skates made with an overlapping tendon guard

attached with a straight stitch. Easton used as many overlays asin the infringing models.

[318] Inthiscase, the Court knowsthat Sakurai did manufacture skates for Easton with atwo-
piece quarter and a one-piece quarter (patterns B, C and F in P-14) and, thus, should have had

relevant information readily available. Mr. Laferriere was at Rock Forest when the first infringing

1% Easton’s and CCM’ s non-infringing skate models with a one-piece quarter do include overlays at the rear of the boot.
See also Bauer’ s Supreme skates with and without rear seams.

1% See also prior art construction such as the Bauer Supreme 1000 (TX-149) where, even with alesther or leather-like
tendon guard overlapping a two-piece quarter, an overlay was used.
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skate boot models were made. He offered no evidence in that respect even though that supplier’s
prices were based on their costs plus a margin. So why was the Court left with Mr. Hall’ s educated

guess?

[319] The Court obvioudy did not limit itself to the expert evidence presented by the parties.

Other evidence filed by Easton, such as D-19, TX-473a"" and TX-474, was considered.

[320] The concern described initem 9 of the attachment to the memo of August 25, 1997 with
respect to the increased costs of side stitching on the one-piece quarter was raised by “adissenting
faction” (albeit aknowledgeable one) in the Bauer team and was quickly remedied when the final
decision to go with the one-piece quarter was made. Mr. Laferriére did not report any difficulty in

that respect with Easton’ sinfringing skate models which aso include side stitching.

[321] With respect to the comment found in the letter of September 4, 1997 (TX-474) thereis
simply too little evidence with respect to the Vapor 2. It appears to have been under the
responsibility of the same “dissident” referred to above. Other mid-range skates such as the VVapor
4, and later the Vapor 6, were made using the invention. Easton used it in its lower-priced skates,

such asthe Ultra Lite in 2000.1%

197 Easton made numerous references to this document in their oral and written representations. When considered in its
proper context, it is not asimportant or meaningful as Easton purportsit to be. As noted by the Vapor task leader in the
memo itself (TX-473) under “WOWness’, performance was the major aspect of the Vapor skate and it is clear that if
there were to be a compromise, it would favour performance over visua. As mentioned, shortly after this memo was
circulated the final decision to use the one-piece quarter was made.

1% Ned Goldsmith, transcript, Nov. 23, 2009, p. 159 (cross).
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[322] Easton did raise doubtsin my mind but doubts are not a basis upon which a court invalidates

apatent.

E. Mideading Representations subsection 53(1) of the Patent Act
[323] Inorder to invalidate the patent pursuant to subsection 53(1) of the Patent Act, Easton had to
establish first that an allegation in the disclosure was untrue, then, that such allegation was
“materid” and “wilfully made for the purpose of misleading” (Apotex Inc. v. Wellcome Foundation

Ltd., 2002 SCC 77, [2002] 4 SC.R. 153, 219 D.L.R. (4th) 660 at para. 94).

[324] | have dready dedlt with the promises madein the * 953 Patent and now need to deal with

the issues raised with respect to the problems described in the background.

[325] Easton’'sexperts, particularly Mr. Hall, opined that the problems described in the * 953
Patent are exaggerated, if not non-existent. In Mr. Hall’ s view, there were methods already used in
the industry to prevent the mix-up of the quarter pieces. At para. 21 of hisfirst report (D-14), he
notes that the “ perceived misassembly problem” was cured by using multi-notching alignment
marks at the suggestion of pattern makers. Mr. Beaudoin aso explained that Daoust also had to deal

with this problem and used chalk markings and roving inspectors.
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[326] The simplefact that methods had to be devised to avoid mixing-up these pieces indicates

199 that this would happen unless some method was used to

that there was indeed a strong possibility
avoid it. Having a one-piece quarter certainly provided an aternative means of avoiding such
problem. It could only be a superior means of doing so for, as noted earlier, unlike the other
solutions which involved manua operations, it was not subject to human error. One only needsto
apply common sense to come to such conclusion and, in my view, a posita, knowing that methods

were effectively used to avoid the problem, would have had to know that thiswas indeed ared

problem.

[327] Thus, | prefer the evidence of Mr. Beaudoin concerning the risk of mismatching and with
respect to the difficulty of sewing rigid materias. It corroborates the testimony of Mr. Chénevert,

and Mr. Beaudoin has, in my view, agood background in production issues, which those are.

[328] With respect to the rear sewing line being subject to breaking, both Mr. Chénevert and Mr.
Beaudoin confirmed that they had identified such issues during the autopsy of used skates. It istrue
that Mr. Hall?® and M. Laferriére appear not to have been aware of a particular problem in that
respect. However, as noted by Bauer, Mr. Hall, in hisreport, is more subtle; he uses words like not
“frequently” and “not aware of asignificant problem”. In fact, the real issue for him was the use of

the word “ considerable”.

1991t was certainly serious enough to motivate the pattern maker concerned with such issues to suggest multiple notching
in order to solve the perceived problem discussed earlier and referred to at para. 21 of Hdl’ s affidavit.

20 Mr, Tonkel’ s views were noted but so was his lack of real experience and knowledge with respect to skates; see Ray
Tonkel, transcript, Nov. 30, 2009, p. 252, line 17 to p. 253, line 2 and Dec. 2, 2009, pp. 112-115.



Page: 112

%1 that once the rear seam

[329] Inthat respect, the Court accepts the evidence of Mr. Beaudoin
was affected, this would compromise the ultimate strength and the integrity of the skate boot. In that
sense, it would amount to a considerable damage. As mentioned in the patent, thiswould be the
result of the forces applied during the skating stride. It is evident that the very strong constraints
referred to in the * 953 Patent would occur more often in high-end skates used by professional
hockey players or other highly skilled players. Also, the Court notes that powerful amateur hockey
players do not al have the means to buy high-end performance skates. It was not disputed that there
are performance skates at mid-range prices. Although the background section ends with a mention
of the importance of the quarter in high-quality skate boots, one could infer from the problem

described in the Chin Patent that broken rear seams may also have been a concern in lower-priced

models.

[330] With respect to the difficulty inaigning rigid materials, as mentioned in the section on
utility, Mr. Laferriére’ stestimony asto why he used a strap on the inside of the rear seam of the

guarter corroborates Mr. Chénevert’ s views.

[331] The evidence of the number of returns at Bauer concerning broken seamsis not particularly
useful here given that everybody agreed on the fact that stringent inspection controls would bein
place (certainly for high-performance skates) to avoid shipping to retailers or customers products

with misaligned or badly sewn seams. That doesn’t mean, however, that there were no skate boots

21 Beaudoin (Responding Statement) P-39, para. 63.
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or parts rgected on the production floor. Mr. Chénevert and Mr. Covo spoke of anecdotal evidence

in that respect.%?

[332] Inlight of the foregoing, the Court is not satisfied that the information on p. 1 of the patent

was untrue.

[333] Evenif onewere to conclude that the overall impression left from the background, as well
as from the representations made on pp. 2 and 4 in respect of “avoiding” the drawbacks and the risk
of abroken seam, was somewhat exaggerated or made to ook like more than it really isand

203

assuming, without deciding it, that thiswas materia,” the Court would not conclude that this was

done with an intention to mislead.

[334] Easton virtualy conceded that it haslittle direct evidence of Bauer’ sintention to mislead the
Commissioner of Patents, but it argues that such intent can be inferred from the fact that, at the

relevant time, Mr. Chénevert and Bauer had no real datato support these statements.

[335] Itisevident that in certain cases the Court may be ready to infer such an intention because

the evidence before it was so blatantly contrary to the representations made (see Pfizer (2009)).%%*

202 A pparently no statistical datais kept at Bauer in that respect.

2% Dr, Hoshizaki said that the positawould not count stitches and would really only be concerned by the presence of a
stronger hedl portion for this would address the need to find ways to lessen the weight of the skate without affecting its
performance. Thiswas obvioudy contested by Mr. Hall. Mr. Tonke opined that strength in the hedl portion would not be
amateriad consideration and that breakage of the rear seam would not be a significant factor (D-16, para. 17). Again, this
may well be true for boots and shoes but his basisto extend thisto skatesis unclear.

204 Again, in that case the patentee had to know that his ability to obtain a selection patent was based on the advantage
described in the disclosure. It involved a highly sophisticated industry well-versed in issues relating to patents.
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However, context is all-important, it must be examined carefully and | do not think that such an

inference is warranted here.

[336] Finadly, | must say that if | had been convinced that the statement about the manufacturing
costs was untrue, in the absence of proper explanations from Bauer with respect to Mr. Chénevert's
|etter of September 4, 1997°% (TX-474), this evidence would have weighed heavily in favour of the

Defendant on the issue of intent.

V1. Remedies, I nterest and Costs

[337] Pursuant to subsection 55(2) of the Patent Act, Easton is only liable to pay reasonable
compensation to the Plaintiffs for the period between the time the application of the patent became
open to public inspection and before the grant of the patent. Thus, for infringing skates produced
before November 20, 2001, the Plaintiffs are only entitled to a reasonable royalty to be assessed by

the reference judge.

[338] | said reasonable compensation becausein Jay-Lor International Inc. v. Penta Farm Systems
Ltd., 2007 FC 358, 59 C.P.R. (4™) 228, 313 F.T.R. 1 at paras. 120 and 122, areasonable
compensation is not identical to damages. In a case where no other alternatives were presented,

reasonable compensation equates to a reasonable royalty.

25 The day he signed his“formulaire de divulgation d’invention” and one day before the filing of the priority application
on September 5, 1997.
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[339] TheMaintiffsare aso entitled to a permanent injunction to restrain the Defendant from
manufacturing, using or selling to othersin Canadaor inducing and procuring others to manufacture
any skate boots made in accordance with model F or any other skate boots that infringe upon the
‘953 Patent aswell as an order to deliver up any skate bootsin its possession or under its authority

and control.

[340] At thisstage, however, given that there was no evidence that all the dyes used to make those
skates cannot be used to fabricate non-infringing skate boots, the Court is not prepared to make an
order that the Defendant deliver up the dyesthat allowed it to make the infringing skate boots
described in these reasons. The Plaintiffs shall advise the Court within 5 days of the date of this

judgment if they wish to pursue thisissue further.

[341] Asnoted by the Federa Court of Appeal in AlliedSgnal Inc. v. Du Pont Canada Inc.
(1995), 95 F.T.R. 320 n, 184 N.R. 113, 61 C.P.R. (3d) 417 (F.C.A.), “the choice between the two
remedies [damages or accounting of profits] cannot be |eft entirely to the successful plaintiff[s]”
(para. 77). In the past, the right to elect has been denied for avariety of reasonsthat do not apply in

this case.

[342] Easton presented no argument on this point.

[343] Having considered and evaluated the circumstances of this case, the Court is satisfied that

the proper exercise of its discretion isto afford Bauer the right to elect between an accounting of
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profits and damages. As mentioned earlier, there has been an order bifurcating the question linked to

the quantification.

[344] Inlight of Bauer’sright to elect, it would not be appropriate for the Court to make any
determination with respect to apportionment. Such determination shall be made by the reference

judge should Bauer elect to seek an accounting of profits.

[345] With regard to damages, it is clear that Bauer will have to establish what sales were directly
lost as aresult of Easton’ s infringement including the infringement in respect of boots ultimately

sold in the United States and in Europe.

[346] With regard to interest, as noted and for the reasons explained in Eli Lilly at paras. 665 and
following, by operation of paragraph 36(4)(b) of the Federal Courts Act, R.S.C. 1985, c. F-7
(Federal Courts Act), the Court cannot award interest on a compounded basis at this stage.
Furthermore, thereis no evidence as to specific interest rates or pre-judgment interest over and
above the average annual bank rate established by the Bank of Canada as the minimum rate at
which the Bank of Canada makes short-term advances to the banks listed in schedule 1 of the Bank
Act, R.S.C. 1985, c. B-1. The Court will thus make an award that is conditional upon the reference

judge not awarding interest under paragraph 36(4)(f) of the Federal Courts Act.

[347] With regard to post-judgment interest, it iswell established that the appropriate rate is 5%,

not compounded, as established by s. 4 of the Interest Act, R.S.C. 1985, c. I-15 (see Janssen-Ortho
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Inc. v. Novopharm Ltd., 2006 FC 1234, 301 F.T.R. 166, 57 C.P.R. (4th) 6 at para. 166 and Merck &
Co. v. Apotex Inc., 2006 FC 524, 282 F.T.R. 161, 53 C.P.R. (4th) 1 at para. 241 and Servier v.

Apotex Inc., 2008 FC 825, 67 C.P.R. (4th) 241, 332 F.T.R. 193 at para. 513).

[348] ThePaintiffsare awarded their costs, but both parties sought the right to provide written
representations in respect of the amount of costs after judgment was rendered. The Court therefore
reservesitsjurisdiction in that respect. Should the parties not be able to agree on the amount of the
costs, they shall provide written representations within 15 working days of the date of this

judgment.

[349] Also, should it be preferable to include the specific models of Easton’ s skates that are found
to infringe in the judgment, the parties shall attempt to agree on an amended draft that should be

submitted within 10 working days of the date of thisjudgment.
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JUDGMENT

THIS COURT ADJUDGES AND DECLARES asfollows:

1. The Defendant Easton Sports Canada Inc. hasinfringed at least one claim of Canadian
Patent No. 2,302,953 by selling or manufacturing or inducing and procuring Les Chaussures
Rock Forest Inc. to manufacture in Canada skate boots made using pattern Fin P-14 and

skates comprising such skate boots, including the skate models identified in Schedule A,

which is based on the information available to date.

2. ThePlaintiffsare entitled to elect either an accounting of profits of the Defendant or al
damages sustained by reason of salesdirectly lost as aresult of the infringement by the
Defendant of the above-mentioned patent. Such damages will be assessed by reference

preceded by discovery if requested;

3. ThePaintiffs shall be entitled to pre-judgment interest on the award of damages (if eected),
not compounded, at arate to be calculated separately for each year since infringing activity
began at the average annual bank rate established by the Bank of Canada as the minimum
rate at which it makes short-term advances to the banks listed in Schedule 1 of the Bank Act,
R.S.C. 1985, c. B-1. However, such award is conditional upon the reference judge not

awarding interest under paragraph 36(4)(f) of the Federal Courts Act, R.S.C. 1985, c. F-7,
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In the event that the Plaintiffs elect an accounting of profits, interest shall be determined by

the reference judge;

The Plaintiffs shall be entitled to post-judgement interest on the award of damages (if
elected), not compounded, at arate of 5% per annum, as established by s. 4 of the Interest
Act, R.S.C. 1985, c. I-15. Thisinterest shall commence upon the final assessment of the

monetary damage amount or profits amount, until then pre-judgment interest shal prevail;

The Plaintiffs are granted an injunction to restrain the Defendant by itself or by its
shareholders, directors, officers, agents, servants, employees, affiliates, parent company,
subsidiaries, or any other entity under its authority or control and each of them from:

a Manufacturing, using or selling to others, or inducing and procuring others to
manufacture, the skate boots made using pattern F in P-14 or any similar pattern or
any skates comprising such skate boots or any skate boots or skates comprising such
skate boots that infringe upon Canadian Patent No. 2,302,953;

b. Directly or indirectly infringing any claims of Canadian Patent No. 2,302,953;

The Plaintiffs are granted an order that the Defendant deliver up to the Plaintiffs the skate
boots made using pattern F in P-14 or any similar pattern or any skates comprising such
skate boots or any skate boots or skates comprising such skate boots that infringe upon
Canadian Patent No. 2,302,953, that are in its possession or under its authority or control at

the date of any injunctive order rendered in this matter, aswell as any other skate or skate
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boot in its possession or under its authority or control that may contravene any injunction
granted in these proceedings,

8. ThePaintiffsare entitled to their costs which will be the subject of adistinct order. The
parties shall within 15 days hereof make submissions as to the amount of said costsin the

manner Set out in My reasons,

9. The Defendant’s counterclaim is hereby dismissed, with costs to be assessed as above.

“ Johanne Gauthier”
Judge
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SCHEDULE A

LIST OF EASTON'SSKATE MODELSFOUND TO INFRINGE

PATENT NO. 2302953

Thefollowng isalist of Easton’s skate models constructed in accordance with any of Patterns A, E
or F as set out in Exhibit P-14, of which the Plaintiff is aware based on the information available to

date.

2000 Modd Y ear

UltraLite
ULTRALITE SR

Ultra Lite Junior
ULTRALITEJR

Z-Air
Z-AIR SR 2K
IHS Z-AIR
DEMO Z-AIR

Z-Air Junior
Z-AIR JR 2K

2001 Modd Y ear

UltraLite
ULTRALITE SR

Ultra Lite Junior
ULTRALITEJR

UltraLitePro
IHSULP 2K
U/L PROIHS

UltraLite Pro Junior
IHSULPJR

Z-Air
Z-AIR SR 2K
IHS Z-AIR

Z-Air Junior
Z-AIR JR 2K
IHSZ-AIRJR

Air
IHSAIR
IHS AIR 2K

Air Junior



2002 Modd Y ear

UltraLite
ULTRALITE SR

Ultra Lite Junior
ULTRALITEJR

UltraLiteYouth

UltraLitePro
IHSULP 2K

Ultra Lite Junior
IHSULPJR

Air
IHSAIR
IHSAIR 2K

Air Junior

Z-Air
Z-AIR SR 2K
IHS Z-AIR

Z-Air Junior
Z-AIR JR 2K
IHSZ-AIR JR

Maxx Lite
BLK MAXX

Octane
OCTANE

Octane Junior
Comp Lite

Comp Lite Junior
Ultra Comp

Ultra Comp Junior
Maxx Lite Junior
PLD

PLD Junior

2003 Modd Y ear

Air
IHSAIR
IHSAIR
IHSAIR 2K

Air SBX
AIRSBX IHS
AIR SBX BLEM
NHL AIR SBX

Z-Air
Z-AlIR SR 2K

Z-Air Junior
IHSZ-AIR JR

Z-air Comp SE
Z-AIR COMP SE

Z-Air Comp
Z-AIR COMP
NHL Z-AIR COMP

Youth Z-Air
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CHART A
Name Exhibit | Brief Bio Note
number
BAUER
Dr.T. P-1 Dr. Hoshizaki is Associate Professor and Director of the School of
Blaine P-45 Human Kinetics & Associate Dean of Health Sciences at the

Hoshizaki P-46 University of Ottawa. He obtained his Ph.D. in Exercise Physiology
from the University of Illinoisin 1978. In 1978, he was Sessional
Lecturer at the University of Victoria. In 1979, he was Assistant
Professor at the Lakehead University. From 1980 to 1994, Dr.
Hoshizaki worked as an Assistant Professor and Associate Professor
at Department of Physical Education at McGill University.?®
Starting in 1989, Dr. Hoshizaki was on leave from McGill University
as he joined Bauer asV.P. of Research and Development. From 1995
to 1997, after Nike bought Bauer, he left his employment with the
undertaking that he would act as a consultant for Bauer in respect of
certain files. He was responsible of the advanced research program
developed at McGill University, he continued with the intellectua
property file he had been responsible of and continued to represent
the company in certification standards committees. From 1997 to
2002, he was in charge of the product development at CCM. From
2002 and 2004, he acted as a consultant in the sporting goods
industry for Cascade and the New Y ork Rangers. He has been listed
as author or co-authored in severa presentations and publications and
was listed as inventor or co-inventor in patents or patent application
relating to hockey skates and equipment.

Dr. Mario | P-47 Dr. Lafortune obtained his Ph.D. in biomechanics from the
Lafortune Pennsylvania State University in 1984. Heis currently the Director of
the Nike Sports Research Lab. He isresponsible for 25 staff members
who conduct research on biomechanics, psychophysics and
physiology of performance enhancement and injury prevention
through footwear, apparel and equipment and directs the research of
twelve University research partner teams. Prior to joining Nikein
1996, he worked with anumber of well-known institutions including
the Australian Ingtitute of Sports, University of Guelph, NASA,
Université deLillell, University of Waterloo, University of Porto
and Université du Québec.

2% During that time, he performed research and design projects for ice hockey skates and equipment for both CCM and
Bauer. One of his reports dedling with the analysis of six different skates, including the Medallic, aswell asthe anadysis
of the kinematics of the ankle movement during skate strides was attached as Schedule A to Mr. Hall’ s second report (D-
15).
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Guy P-39 Mr. Beaudoin obtained a Diplomain Industrial Management from the
Beaudoin P-40 Bois-de-Boulogne Collegein Montreal, in 1983. In 1983, he was
employed by A. Lambert International Inc. as Production Scheduling
Clerk in the rubber boot division. In 1985, he became Planning
Manager. In 1986, he was promoted to the position of Director of
Panning and Scheduling for both the rubber boot division and the
Daoust hockey skate division. Then, from 1990 to 1993, he was
Director of the Daoust hockey skate division. From January 1993 to
October 1995, he was employed by Bauer, where he held different
positions focusing on R& D of new products, including in-line and
hockey skates. He was mostly concerned with the execution phase of
the R& D process, including manufacturing and production. He
worked at Bauer until 1995 when he | eft the skate industry.

JmRennie | P-11 Jm Rennie obtained a Bachelor in Political Science and Economics
P-41 from the University of Toronto in 1965. From 1967 to 1977, he

P-42 worked in the sporting goods industry for Maclean-Hunter, a
Canadian communications company, occupying successively the
positions of journalist in trade publishing, assistant editor, editor and
finally publisher of Sporting Goods Canada. From 1977 to 2002, he
operated his own company, Rennie Publications Inc. and launched
Jim' s Rennie Soorts Letter, aweekly newdetter that focused on news
of Canadian sporting goods industry and international trends that
could impact the Canadian sports trade, including in the hockey
market. He later introduced other publications including Jim Rennie's
Desk Reference directory as well as two magazines focusing
exclusively on hockey trade namely Jim Rennie’ s What' s New,

What' s Hot and Hockey Trades. Starting in 1980, he began collecting
market datato track the annual volume of product shipments from
vendorsto retailers of sporting goods merchandise, including ice
hockey skate. He sold his company in 2002.

EASTON

Ken Hall D-14 Mr. Hall joined Lange Canadalnc. in 1971. In 1975, hejoined

D-15 Micron Sports Products Inc. From 1978 to 1983, Mr. Hall was

D-21 employed by Bauer where he occupied the position of Director of
Purchasing and Raw Material Research and Development. This
position entailed the search for new materials for development of the
products. In 1983, he became the Development Manager of Specia
Projects. He left Bauer in 1988. From 1988 to 1989, he worked in
R&D at Itech Sports Products Inc., ahockey protective gear
company. In 1989, he joined Sports Maska, the parent company of
CCM, as Director of Product Development for CCM hockey
products. He developed ice hockey skates, ice hockey skates blades,
helmets, face masks and protective equipment for CCM. After he left
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CCM in 1996, Mr. Hall joined Tropsport Acquisitions as Vice-
President, R& D and, in 2000, became President of Parabolic Sports
SystemsInc. (patented inline skate wheel system). He was named as
aninventor in severa patented designsfor ice skates, ice hockey
blades and hockey protective equipment.

Ray Tonkel | D-16 Ray Tonkel obtained his Bachelor of Fine Artsin Environmental
D-17 Design from the Rochester Institute of Technology in 1978. He has
D-20 been involved in the design and devel opment of athletic footwear,
including R& D since 1980. From 1980 to 1983, Mr. Tonkel worked
for Nike, Inc. successively as Product Manager/Designer and
Advanced Concept Product Manager. After leaving Nike, Mr. Tonkel
was employed by other well-known footwear companies, namely
Kangaroos USA, Adidas USA, Rockport Corporation, Reebok
International. Since 1998, he operates his own company, LEXZ9,
Inc. and isapartner in U-Turn Sports Co., LLC, acompany
speciaized in the design, development and marketing of proprietary
technologiesin the footwear industry. He has been named as an
inventor on 39 US patents and other pending patent applications.
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